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O’SuLLIvAN Rusper Co., INc. v. GENUINE RUBBER CoO., ET AL. 
(279 Fed. Rep. 972) 


United States Circuit Court of Appeals, First Circuit 
April 11, 1922 


Trape-Marks AND Unrarr Competirion—Exctusive Ricur to Use Name 
or Patentrep Articre Expires witH Parent. 

On the expiration of a patent, the exclusive right to use the de- 
scriptive term by which the patented article has been designated also 
expires. 

Trape-Marks aND Uwnrairn Competirion—APpPreaAL—PatENTED ARTICLE— 

ExpimraTION OF Monopoty—Svucu Copyrne or Features as To De- 

CEIVE PuBiic—ReEvERSAL. 

Where plaintiff adopted, patented and sold for more than twenty- 
five years a suction recess rubber heel for shoes, whereon the words 
“O’Sullivan’s Safety Cushion Heel” were displayed in raised letters, 
and had therewith identified its goods to consumers, the defendant, 
in using on a similar heel the words “The Genuine Safety Cushion 
Heel” with the first two words arranged so as to resemble the word 
“O’Sullivan’s” and in displaying his containers the device of a suction 
heel and a slanting bar, both of which appear on cartons of plaintiff, 
was competing unfairly with the latter and will be restrained from 
further sale of said heels, except with such modifications as will pre- 
vent deception of the public; and the decision of the lower court is 
reversed. 


In equity. Decree for defendants, and complainant appeals. 
Reversed. 


Frederick P. Fish, of Boston, Mass. (Alfred H. Hildreth, of 
Boston, Mass., and Clinton H. Blake, Jr., of New York 
City, on the brief), for appellant. 

Arthur P. French, of Boston, Mass. (Timothy A. O’Leary, of 
Lynn, Mass., on the brief), for appellees. 


Before BinGcHAM and JouNson, Circuit Judges, and Morris, 
District Judge. 


Bineuam, Circuit Judge: This is a proceeding in equity 
brought by the complainant-appellant, against the defendants, ap- 
pellees, asking an injunction restraining the defendants from put- 
ting on the market a suction recess heel and employing in connec- 
tion therewith certain features as to structure, words, letters and 
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the arrangement thereof, similar to those employed by the plaintiff 
in the marketing of its heel, Exhibit A, and for an accounting. 

In the court below it was found and ruled: (1) That the 
plaintiff's good-will in the sale of Exhibit A centered “around the 
term ‘O’Sullivan’s Heel, ”’ and that the words “Safety Cushion” 
are both descriptive words, in which the plaintiff has no monopoly 
or exclusive rights; (2) that the cartons used by the respective 
parties played no part in marketing the goods by cobblers to their 
patrons; that, in so far as there was a. resemblance between the 
cartons of the defendants and those of the plaintiff, it was not cal- 
culated to facilitate palming off the defendants’ goods for the 
plaintiff’s to the deception of the public; (3) that the evidence as 
to alleged palming off had no “tendency to show any palming off 
or substitution of defendants’ heels for the plaintiff's, within the 
meaning of those phrases as employed in unfair competition law” ; 
and (4) that the defendants were seasonably notified by the plain- 
tiff of its contention that the defendants’ heel unfairly resembled 
the plaintiff's. Having made these findings, a decree was entered 
dismissing the bill, and the plaintiff appealed. 

The main facts in the case are not in dispute. The principal 
questions relate to the legitimate deductions to be made from those 
facts and whether the deductions present a case of unfair com- 
petition. 

The plaintiff and its predecessors in title have been engaged 
in the sale or manufacture and sale of rubber heels for more than 
twenty-five years. The principal method of marketing its product 
is and has been by sales to jobbers, who sell to cobblers, who supply 
them to their customers, the ultimate consumers. Ninety-eight per 
cent. of the plaintiff's sales are made in this way; only two per 
cent. being to manufacturers of shoes. Since 1911 the plaintiff 
and its predecessors have sold nearly 50,000,000 pairs of heels like 
Exhibit A, and more than 10,000,000 pairs in each of the years 
1919 and 1920; the receipts during the ten years from 1911 to 
1920 from this heel (Exhibit A) being nearly $11,000,000, and in 
1920 nearly $2,500,000. Its sales of heels like Exhibit A repre- 
sent 60 per cent. of its entire business, and this amount is ulti- 
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mately supplied to the public through cobblers, except as to the 
two per cent. supplied to shoe manufacturers. In marketing the 
heels through jobbers to cobblers, the plaintiff packs them in boxes 
or cartons like Exhibit D; each box containing a pair of heels. 
It markets its goods throughout the United States, but largely in 
New York, Boston, Philadelphia, Chicago, Buffalo, Washington, 
Pittsburg, and Baltimore. In the last twenty-three years the plain- 
tiff and its predecessors have spent more than $5,000,000 in ad- 
vertising their heels, and in 1920 something rising $700,000 for 
that year. A special feature of the advertisements has been a 
picture of the heel (Exhibit A), and on the face of the heel, as 
presented in the picture, has appeared, since as far back as 1898, 
the words “O’Sullivan’s Safety Cushion Heel,’ occupying the same 
places, displayed in type of the same general character, with the 
word ‘“O’Sullivan’s” in a downward curvature, and the word “Safe- 
ty” in an upward curvature; and since 1905 or 1906 the heel itself, 
as sold to jobbers and marketed to cobblers, has borne upon its 
face the words “O’Sullivan’s Safety Cushion Heel,’ displayed in 
the same manner as upon Exhibit A and in the picture. 

The defendants pursue the same method of marketing their 
goods through jobbers to cobblers, and in so doing pack their heels 
in boxes or cartons like Exhibit G, one pair of heels in a box. 
Their heel is in direct competition with the plaintiff’s in the ter- 
ritories of Philadelphia and New York. The plaintiff's heel is 
sold to cobblers for a greater price than the defendants’, and the 
cobblers usually receive from fifteen to twenty-five cents more 
per pair for putting them on than for those of the defendants. 

The extent to which the customers of cobblers specify the 
particular kind or make of rubber heel desired when having shoes 
repaired is not shown, but it does appear that customers call for 
the O'Sullivan heel, and it is a reasonable inference, in view of 
the amount of plaintiff's sales and its extensive advertising, that 
they do to a considerable extent. 

In this connection, and as bearing upon the liability of the 
customer in the cobbler shop being misled through the similarity 


of the defendants’ heel in conjunction with the inscription upon it, 
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there was evidence that customers, having left their shoes with a 
cobbler, requesting O’Sullivan’s heels, were, where the cobbler 
had substituted defendants’ heels, led to believe, on calling for 
their shoes, that they had received the plaintiff's heels, and this 
after examining the substituted heel, and that they were customers 
exercising the care of the ordinary purchaser. 

In August, 1921, the defendants began putting on the market 
the heel shown in Exhibit F, bearing the words “The Genuine 
Safety Cushion Heel,” making use of the carton Exhibit G. 

The trial in this case was had in November, 1921. The testi- 
mony of Mr. H. O’Sullivan, the inscription upon Plaintiff's Exhibit 
2, and upon other exhibits of its heel, and the advertisements car- 
rying the picture of the heel, show that the plaintiff's predecessors 
obtained a patent on a heel like Exhibit A, January 24, 1899. 
There was also direct evidence that this patent had expired more 
than two years before the trial, but the exact date was not given. 
It is probable that its expiration was in January, 1916. As above 
stated, this patented heel was sold and put upon the market with 
the words “O’Sullivan’s Satety Cushion Heel’ inscribed upon its 
face in the form and style appearing upon Exhibit A from a date 
(1895 or 1896) prior to the issuing of the patent and down to 
the time of the trial. Such being the situation, it is apparent that 
since the expiration of the patent in 1916 the plaintiff has had no 
exclusive right in the manufacture and sale of a suction heel like 
Exhibit A, nor an exclusive right in the nature of a trade-mark 
in the words “‘O’Sullivan’s Safety Cushion Heel,’ as applied to 
such heel, even though the words “Safety Cushion Heel” may 
have been descriptive of character when first adopted, and by sub- 
sequent use through a long series of years has come to denote 
origin. Yale §& Towne Mfg. Co. v. Worcester Mfg. Co., 195 Fed. 
8, 115 C. C. A. 491; Id. (D. C.) 205 Fed. 952 [2 T. M. Rep. 
6]; G. §& C. Merriam Co. v. Ogilvie, 159 Fed. 638, 88 C. C. A. 
596, 16 L. R. A. (N. S.) 549, 14 Ann. Cas. 796; National Lock 
Washer Co. v. Hobbs Mfg. Co. (D. C.) 210 Fed. 516 [4 T. M. Rep. 
137]; Merriam Co. v. Syndicate Publishing Co., 237 U. S. 618, 
623, 35 Sup. Ct. 708, 59 L. Ed. 1148 [5 T. M. Rep. 261]. As 
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stated by Mr. Justice Day in Merriam Co. v. Syndicate Publishing 
Co., supra: 


“On the expiration of [the] patent there passed to the public, not only 
the right to make the machine in the form covered by the letters patent, 
but along with the public ownership of the device described there neces- 
sarily passed to the public the generic designation of the thing which had 
arisen during the life of the monopoly.” 


But from the fact that the plaintiff has no exclusive right to 
the manufacture and sale of a suction recess heel like Exhibit A, 
or to the use of the words “O’Sullivan’s Safety Cushion Heel,” 
as used in connection with such a heel, it does not follow that the 
defendants may use these words in connection with the sale of a 
heel like Exhibit A in a way calculated to lead the public into be- 
lieving that their goods are the plaintiff's and to infringe upon the 
plaintiff's good-will. These words as displayed upon plaintiff's 
heel through a long series of years have unquestionably come to 
denote to the public the source or origin of the article and, if the 
defendants desire to make use of them, they must do so in a way 
not to mislead and deceive the public into believing that their goods 
are the plaintiff's. 

The evidence shows that no one else has used these words in 
the sale of such a heel until very recently, and that these people 
have either been sued by the plaintiff for doing so or have agreed 
to desist. There is nothing to show that the plaintiff has slept 
upon its rights in this regard. 

It is claimed by the defendants that the plaintiff has used 
the words “O’Sullivan’s Safety Cushion Heel” in different ways 
upon its heels, sometimes placing the words “Safety Cushion Heel’ 
on the edge of the outer bow of the heel, and the word ‘“O’Sulli- 
van’s” across the breast of the heel. It is true that in making 
women’s and youths’ heels it has used these words in different 
positions than they appear on Exhibit A; but the evidence shows 
that on its men’s heel, Exhibit A, which is sold to cobblers, these 
words have appeared on the face of the heel since 1905 or 1906 
in the same place and displayed in the same manner, and that 
what is true of the heel is true of the advertisements displaying 


a picture of the heel. It has sold to manufacturers for use on new 
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shoes men’s heels like Exhibit A, bearing the same inscription and 
displaying the word “Safety” in a straight line and not in an up- 
ward curve; but such sales have been to manufacturers only, and 
represent but two per cent. of the plaintiff's business, whereas those 
sold to the public through cobblers represent 58 or 60 per cent. 

We, therefore, think there can be no doubt but that these 
words, as used on plaintiff's heel, Exhibit A, have come to mean to 
the mind of the purchasing public that the heel bearing them is 
manufactured by the plaintiff. 

The remaining question is: Have the defendants, in the use 
they make of the words “The Genuine Safety Cushion Heel,” as 
they appear upon the face of Exhibit F, the heel which they make 
and sell, so imitated the plaintiff's article as to mislead the public. 
In comparing the two heels, it will be seen that, while the defend- 
ants do not use every word inscribed on the face of plaintiff's 
heel, they use every word but one—the word “O’Sullivan’s’—and 
substitute for that the words “The Genuine,” comprising ten letters, 
the same as the word “O’Sullivan’s.”” This enables them to give 
the same appearance to these words when displayed upon their 
heel as that possessed by the inscription upon the plaintiff’s heel, 
for they have printed the words “The Genuine” in a downward 
curve in the same place and in the same character of type as pre- 
sented by the downward curve of the word “O’Sullivan’s” on the 
plaintiff’s heel. Then again the word “Safety” on the defendants’ 
heel is displayed in a type of substantially the same size and char- 
acter and in the form of an upward curve at the center of the heel 
as on the plaintiff’s; and the words “Cushion Heel’ on both heels 
are printed in the same general type and in the same location and 
manner. The type on both heels is raised and the structure of the 
heels is identical. The similarity is so marked as to lead one to 
believe that the defendants in designing and draping their article 
had before them Exhibit A; and it appears that the defendant 
Clapp, who participated with the defendant company in the selec- 
tion of the inscription upon defendants’ heel, and who has had 
charge of the disposition of their product, knew of and had seen 
the plaintiff's heel prior to the defendants putting their heel upon 
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the market. Clapp’s only explanation for making use of the words 
“The Genuine Safety Cushion Heel” is that they adopted the words 
“The Genuine” to indicate genuine rubber heels and the words 
‘Safety Cushion Heel’’ as they were merely descriptive of the 
article. 

But we think the only reasonable conclusion is that the words 
as used on defendants’ heel present such a similarity to those of 
the plaintiff as to indicate to the ordinary purchaser that the de- 
fendants’ heels are the plaintiff's, and that the defendants adopted 
the words “The Genuine Safety Cushion Heel” and displayed 
them upon their product with the intent and purpose of leading 
the public to believe that their heel was that of the plaintiff. 

We are also of the opinion that the reduced price at which a 
cobbler can procure the defendants’ heels offers an inducement 
to him to produce them, and, being aware of the similarity of 
structure and inscription, to palm them off on the public as the 
goods of the plaintiff, thereby increasing his return. 

Although there was no direct evidence that the cartons, in 
which each pair of heels was packed and shipped to the cobblers, 
were displayed by them in their windows or on their shelves, it is 
evident from the advertising matter displayed upon the cartons 
that they were intended for this purpose by both the plaintiff and 
the defendants, and it is inconceivable that such use has not been 
made of them. 

The background of the cartons, both of the plaintiff and of 
the defendants, is yellow, and across the broad face of each is a 
slanting bar. On the plaintiff's the bar is white and bears the 
word “O’Sullivan’s” in red letters. On the defendants’ the bar 
is black and bears the words “The Genuine” in yellow letters. In 
the plaintiff’s, below the slanting bar and to the right, is a picture 
of a suction recess heel, which bears the inscription “‘O’Sullivan’s 
Safety Cushion Heel,” printed in exactly the same way as upon 
its Exhibit A. In the defendants’, below the slanting bar and at 
the right, is a picture of a suction recess heel bearing the inscrip- 
tion “The Genuine Safety Cushion Heel,” printed in exactly the 
same way as upon Exhibit F. At the left of the heel on both 
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cartons are the words ‘Safety Cushion Heel,’ and below these 
are the words, on the plaintiff's, “Manufactured by O’Sullivan 
Rubber Co., Inc., New York, U. S. A.,’’ and on the defendants’, 
“Manufactured by the Genuine Rubber Co., Saugus, Mass.” It 
may be that the average purchaser, if he had these cartons before 
him side by side, would detect the difference and not be misled by 
the labels which they bear. But that is not the test. The test is 
whether an ordinarily prudent purchaser would be misled in the 
purchase of the goods due to the similarity in the make-up of the 
cartons when they are not displayed side by side. We think the 
fair inference is that such would be the result, and that the de- 
fendants should be required to remove the picture of the heel upon 
their cartons and do away with the slanting bar. This being done 
and the color of their cartons changed, it seems to us that the 
points of similarity would be sufficiently removed. 

As to the defendants’ heels, we think the language should be 
changed to read “The Genuine Co.’s Safety Cushion Heel’; that 
none of the words should be arranged in curves as on plaintiff's 
heel; and that the character of the type should be changed, so 
as to bear no resemblance to that used by the plaintiff. 

It follows from what we have said that the decree of the Dis- 
trict Court dismissing the bill must be reversed, and that an injunc- 
tion should issue against the defendants, enjoining them from put- 
ting upon the market their heel and cartons, except as modified 
in the particulars above enumerated. All questions of accounting, 
including the question whether the plaintiff is entitled to any ac- 
counting, are left open for the District Court to pass upon. See 
G. & C. Merriam Co. v. Ogilvie, 170 Fed. 167, 95 C. C. A. 423. 

The decree of the District Court is reversed, and the cause is 
remanded to that court for further proceedings not inconsistent 


with this opinion, with costs to the appellant. 
(The names of counsel in the case reported at p. 225 of the July issue 
should have been given as Joshua R. H. Potts and Geo. B. Parkinson, both 


of Philadelphia, Pa., for the plaintiff, and Howson & Howson, of Phila- 
delphia, Pa., for the defendant. Eb.) 
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FrANcoIs JOSEPH DE SpoturNo Coty v. PrestoNetrtes, INc. 
United States District Court for the Southern District of New York 
June 23, 1922 


TRADE-MARKS AND TRADE-NamEeS—INFRINGEMENT—‘Cory’s L’ORIGAN” FoR 

Tomer PreparaTtions—PRELIMINARY INJUNCTION—FABRICATION AND 

Sate or Compacr Havine Puarntirr’s Powper as Base as oF 

Prarintirr’s Maxe Constirutes INFRINGEMENT. 

Defendant, in fabricating and selling substantially as “Coty’s 
L’Origan,” a face powder compact, made up of “L’Origan” as a base, 
plus a binder, and without plainly differentiating its product from 
that of plaintiff, was guilty of infringement of the latter’s trade- 
mark, and will be restrained. 

SamME—RE-BOTTLING AND SELLING PERFUME OF ANOTHER’S MANUFACTURE, AS 

IN OricginaL PackaGeE—INFRINGEMENT. 

For one to re-bottle and sell perfumery manufactured and put 
out by another, without plainly indicating that fact on the labels, 
constitutes infringement of the latter’s trade-mark. 


In equity. Motion to restrain infringement of trade-mark. 
Granted. 


Mock & Blum, of New York City, for complainant. 
Maurice J. Moore, of New York City, for defendant. 
I. Maurice Wormser, of New York City, Amicus Curie. 
Aveustus N. Hanp, District Judge: This is a motion for a 
preliminary injunction to restrain the infringement of the trade- 
mark “L’Origan,’ when used upon perfumes, face powders and 
similar preparations. The complainant is a French manufacturer 
of toilet preparations, and in 1921 registered two trade-marks 
in the United States Patent Office, having filed his application 
therefor October 27, 1920. He stated in his application that the 
trade-mark “L’Origan’”’ had been continuously used in his business 
since the year 1909, and the trade-mark “‘Coty” since the year 1905. 
The Bill of Complaint alleges that complainant has been en- 
gaged in exporting toilet preparations to the United States and 
selling them there by means of a representative “previous to and 
in the year 1909,” and that in the year 1909 he adopted the trade- 
mark “L’Origan,” a trade-mark and trade-name to distinguish the 
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said toilet preparations and to identify them to the trade in the 
United States and elsewhere in the world. 

The defendant is selling face powder and perfume. The 
former is packed in a metal box bearing the inscription “French 
Prestonettes of Coty’s L’Origan,” contained in a paste-board box 
having on the top of the cover the words: “Coty’s L’Origan Pow- 
der,” and on the side, and in smaller letters: “Packed and Fabri- 
cated by Prestonettes Inc. 299 Broadway.” On the bottom of the 
box are these words: “Notice: The powder used in this Compact 
is taken from an original Coty box and Guaranteed if this seal is 
unbroken.” The perfume sold by defendant is put up in a bottle, 
on which is a label “French Prestonettes of Coty’s L’Origan.” 

I do not understand that it is denied that L’Origan was used 
for more than ten years before application was made for its reg- 
istration. Whether or not L’Origan is a descriptive term, ap- 
parently its only use known to the public in this country as a toilet 
perfume has been to describe Coty’s goods. Under such circum- 
stances, the words have obtained a secondary meaning and were 
registered as a trade-mark under the rule laid down by the Su- 
preme Court in Thaddeus Davids Co. v. Davids, 233 U. S. 461 
[4 T. M. Rep. 175]. 

There is no question that after the defendant purchased 
L’Origan face powder and perfume from the complainant, it could 
sell it in the original packages. The real question is whether it 
ean re-bottle the perfume and add material to the face powder 
in order to compact it, and sell these articles practically as the 
goods of Coty. 

Complainant relies principally upon the case of Coca-Cola v. 
Bennett, 238 Fed. 5138 [7 T. M. Rep. 159]. There the Coca-Cola 
syrup was bottled with carbonated water and sold under the trade- 
mark Coca-Cola, which was the trade-name of the manufacturer of 
the syrup. The Circuit Court of Appeals for the Eighth Circuit 
enjoined such sales. 

There was apparently an injunction granted by Judge Trieber 
in the case of Coca-Cola v. J. C. Butler & Sons, 229 Fed. 224 
[6 T. M. Rep. 206], to prevent the sale under the trade-mark 
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Coca-Cola of Coca-Cola syrup, re-bottled, unadulterated, by the 
defendant. In the case of Russian Cement Co. v. Frauenhar, et al., 
133 Fed. 518, the defendant sold LePage’s Liquid Glue, but under 
the statement on the bottom that it was bottled by ‘Columbia 
Wax Works, New York.” 

In the case of People v. Luhrs, 195 N. Y. 377, the Court of 
Appeals of the State of New York held that the state statute for- 
bidding the sale of goods which are represented in any manner 
to be the manufacture, packing, bottling, boxing or product of 
any person unless such goods are contained in the original package 
extends to the bottling of a liquid as well as the making, and cited 
with approval the remarks of Clarke, J., in the Appellate Division, 
when the same case was on appeal to that court, to the effect that: 

“The trade-mark and label guarantees that the whiskey in the bottle 
has not only been manufactured by the Wilson Distilling Company, but 


that the contents of the bottle have been placed in that identical bottle 
by the same company.” 


In the case of A pollinaris v. Scherer, 27 Fed. 18, Judge Wal- 
lace held that where the defendant had purchased water known 
as Hunyadi Janos and sold it after himself bottling it in bottles 
containing the same label as that used by the original manufacturer, 
without any statement that he had so bottled it, no injunction would 
lie. This case seems to be opposed to ihe spirit of the case of 
Coca-Cola v. Bennett, supra, and the decision in the case of Coca- 
Cola v. J. G. Butler § Sons, supra. 

The metal boxes which contain defendant's face powder cer- 
tainly give no hint that this powder is compacted by the defendants ; 
indeed, individual buyers knowing nothing about Prestonettes, and 
knowing the reputation of Coty’s toilet preparations might be 
entirely misled and might suppose that Coty had packed and fab- 
ricated the face powder. The outer paste-board box does say on 
the side that the contents were packed and fabricated by Pres- 
tonettes, Inc., but the obvious mark is that which is in large letters 
on the top of the box “Coty’s L’Origan Powder.” 

In respect to the perfume, there is no evidence of anything 


except a mere re-bottling, and the case is less clear than in the 
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case of the face powder which is treated by the defendant in its 
own way. The latter comes clearly within the case of Coca-Cola 
v. Bennett, supra; the perfume within Judge Trieber’s decision in 
the case of Coca-Cola v. J. C. Butler & Sons, supra. 

I am of the opinion that the defendant has infringed com- 
plainant’s trade-mark by affixing it to the face powder which, 
though purchased by the defendant from the complainant, has been 
treated and packed by it. This should not continue without a much 
clearer warning to the public that the merchandise is packed and 
fabricated by the defendant. The affidavits show the care with 
which complainant compacts its face powder. The latter, as well 
as the public, are entitled to have it unmistakably known that a 
face powder sold as originating with the complainant is fabricated 
and packed by another. The same rule must apply in case of the 
perfumery, and a preliminary injunction will be granted as to 
bottles which do not contain labels securely fixed, prominently set- 
ting forth that the perfumery has been bottled by the defendant. 
Anything else leads to misconstruction, . There is no adequate proof 
that the complainant has ever consented to a sale by the defendant 
in containers which have failed to state that the goods were not 
packed by complainant, or has waived any of his rights in the 
premises. 

The motion for a preliminary injunction is granted. The bond 
to be furnished will be fixed upon the settlement of the order, 
which must be upon notice. 


OrDER 


This cause came on to be heard at the April term, 1922, and 
upon hearing counsel for the parties, it was 

Ordered that upon the plaintiff filing a bond according to law 
in the sum of one thousand dollars ($1,000.00) that an injunction 
be issued under the seal of this court and directed to the defendant, 
its officers, agents, servants, and all persons acting through and 
under it or in privity therewith, restraining and enjoining them 
until further order of this court from using “Coty” or any de- 
ceptive simulation thereof, or ‘“L’Origan” or any deceptive simula- 
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tion thereof, and in particular from using “‘Origan,” save to resell 
the unaltered articles sold by the plaintiff herein in the identical 
containers or bottles in which said articles have been packed or 
re-bottled by said plaintiff, save that the defendant may use the 
following statement to designate the unaltered perfumes sold by 
plaintiff if independently re-bottled by defendant, said statement 
to appear only on labels securely affixed to defendant’s bottles and 
containers: 

“Prestonettes, Inc., not connected with Coty, states that the 
contents are Coty’s...... (giving the name of the article) inde- 
pendently re-bottled in New York,” every word of said statement 
to be in letters of the same size, color, type and general distinct- 
iveness, 

And that if the defendant makes and sells compacts of face 
powder from the genuine loose powder of plaintiff, it may designate 
such compacts by the following statement, said statement to ap- 
pear only on labels securely affixed to defendant's containers: 

“Prestonettes, Inc., not connected with Coty, states that the 
compact of face powder herein was independently compounded 
by it from Coty’s...... (giving the name) loose powder and its 
own binder. Loose powder...... per cent., binder...... per cent.” 
every word of said statement to be in letters of the same size, color, 
type and general distinctiveness. 

And that the advertising, circulars, placards, documents in 
general and oral statements used by defendants and the before- 
mentioned other persons to sell or offer for sale the articles iden- 
tified by the before-mentioned labels shall conform to the require- 
ments specified for such labels. 
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Francois JosepH DE SpoturNo Cory v. Ivory Nove.ties TRADING 
Co., Inc. 


United States District Court, Southern District of New York 


July 21, 1922 


Trapve-Marxs ann Unrarr Competirion—“Passtnc Orr’—Torret Prepara- 

TIONS—Maker’s NaMe INconspicuovs—INJUNCTION. 

Defendant, although it is justified in preparing a face powder 
compact having as its base a powder made by the plaintiff, will be 
restrained from using thereon in a conspicuous manner the latter’s 
name and trade-mark, unless it plainly states also that the goods are 
not of plaintiff's manufacture. 


In equity. Action for unfair competition. Injunction granted. 


Mock & Blum, of New York City, for plaintiff. 
Reiss & Reiss, of New York City, for defendant. 


I. Maurice Wormser, of New York City, Amicus Curie. 


Knox, D. J.: Defendant is within its rights in making a face 
powder compact of the nature here in question, and so long as 
its base is a face powder known as Coty’s “L’Origan,” may be 
justified in so marking the same. The case of Ingersoll v. Doyle, 
247 Fed. 620 [8 T. M. Rep. 183] is to the contrary of such prop- 
osition. For present purposes, I need not rule on the question, but 
may leave it for final hearing. The reason for this is that plain- 
tiff does not now ask for an injunction wider in scope than that 
granted by Judge Augustus N. Hand in Coty v. Prestonettes, Inc. 
(see supra), a case substantially similar to this and decided June 
23, 1922. It was there held that the names, “Coty’s’” and 
“L’Origan” are entitled to protection, and that Coty “‘as well as the 
public are entitled to have it unmistakably known that a face powder 
sold as originating with the complainant is fabricated and packed 
by another.” I will follow that decision. 

It remains, therefore, to decide if defendant’s compact, as 
now put up and marketed, constitutes an infringement of Coty’s 
rights. I think it does, and believe there can be no serious dispute 


upon the matter. 
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The most prominent feature of defendant’s label are these 
words: 
Powder Compact 
Coty’s 
Genuine Face Powder 
L’ORIGAN 
Odor 
These words catch the eye and cannot help but lead a purchaser 
to believe that the compact is a genuine Coty preparation. It is 
true that immediately beneath the words “Powder Compact” one 
may, if he looks closely, discern in small letters the words ‘made 
from,” and also there is to be found under the word “odor” the 
following: 
“by 
Ivory Novelties Trading Co. 
yr 
To my mind the means used by defendant in identifying the 
compound as its own product is of a character designed not to 
inform the public of the fact, but is rather to enable it to, by re- 
fined argument, plead that no actual misrepresentation is made. 
An identification such as this cannot be permitted to take the 
place of open and frank avowal that the article offered for sale 
is not the compact of Coty. If defendant is not desirous of de- 
riving any undue advantage from its use of the protected name 
and trade-mark of another, there should not be such marked modesty 
as to its own connection—or the lack of connection—therewith. 
An injunction in form used in the Prestonettes case, supra, 
may issue. Bond $1,000. 
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Suevers Ice Cream Co., Inc. v. Potar Propucts Co., INc., et AL. 
(194 N. Y. Supp. 44) 


New York Supreme Court, Special Term, Kings County 


October, 1921 


Unram Competirion—Fatse STaTeEMENTS REGARDING ComMPETITORS’ Business 

—INJUNCTION. 

Defendants, several of whom were formerly employees of plain- 
tiff, in deliberately circulating among the latter’s customers false state- 
ments as to the nature and quality of plaintiff’s output, were guilty of 
unfair competition and will be enjoined from further acts of the kind. 


In equity. Action for unfair competition. Judgment for 
plaintiff. 


J. Hampden Dougherty, Jr., of New York City, for plaintiff. 
James W. Osborne, Miles M. Dawson, and Edwin S. Merrill, 
all of New York City, for defendants. 


Cropsey, J.: The defendants Fauerbach and Rein formerly 
held important positions with the plaintiff. While so employed they 
secretly entered into an arrangement with the defendants Holden 
and Humbert to organize the defendant Polar Products Company, 
to become a competitor of the plaintiff, and to engage in the same 
business. For two months plans were secretly perfected, and then 
Fauerbach and Rein resigned from the plaintiff, and the Polar Com- 
pany’s business was started. This motion is to enjoin certain acts 
of the defendants. 

Very shortly after Fauerbach and Rein left the plaintiff's em- 
ploy, many of the other empolyees of the plaintiff also left, and en- 
tered the employ of the Polar Company. The business that the 
Polar Company solicited at the start was principally from the plain- 
tiff’s customers. In fact, during the first month of its existence, the 
Polar Company had only two customers who had not been customers 
of the plaintiff. All the rest of its business was had with the plain- 
tiff’s customers. The plaintiff had written agreements with most 
of its customers, which were well known to Fauerbach and Rein 
and other defendants, under which the customer agreed, in consider- 


ation of the loan of refrigerators, etc., not to buy ice cream from any 
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other concern so long as the service was satisfactory, or without first 
giving the plaintiff an opportunity to adjust any differences that 
might arise. Notwithstanding these agreements, the defendants 
sought to get trade from those customers of the plaintiff; told 
them that the agreements were of no value, and were mere scraps of 
paper; and a number of such customers were obtained by the de- 
fendant company. 


The defendants represented that the Polar Company was 


prac- 
tically the same as the plaintiff company; that it was new in name 
only; practically all the competent men of the plaintiff were with 


the Polar Company; that the plaintiff could not continue in busi- 
ness; that no one remained with it who knew the business; that 
Fauerbach and Rein had been unfairly treated by the plaintiff, 
and were to be forced out; that the ice cream made by plaintiff was 
not good, or of high grade; that the butter fat had been reduced, 
and that that was done by a man who remained in the plaintiff's 
employ; that Fauerbach and Rein had been forced to leave the 
plaintiff because it insisted on making an inferior grade of ice 
cream; that plaintiff was not honest in its dealings with its cus- 
tomers; that it gave different rates to different customers, and de- 
fendants revealed to the plaintiff's customers the special prices 
which plaintiff quoted to some of them; and defendants offered to 
sell plaintiff's customers at the same prices that they paid the plain- 
tiff. The statements that plaintiff could not continue in business, 
that Fauerbach and Rein were to be forced out, and had to leave 
because plaintiff insisted on making an inferior grade of cream, and 
that its cream was not of high grade were untruthful, as was the 
statement that the Polar Company was practically the plaintiff 
concern, and was new in name only. Defendants circularized all of 
plaintiff’s trade, except the customers who did but a small business. 
While the individual defendants were still in plaintiff's employ, 
but after they had made their agreement to organize the Polar 
Company, they had lists made of plaintiff's customers, giving their 
names and addresses and the amount of business done by them. 
Defendants say such list was made for use by the plaintiff in its 


business and to be given to its salesmen to interview its trade, to 
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see if it would continue for another year. But I think the proof 
shows that the list was made for the use of the defendants and that 
the defendants took with them, when they left the plaintiff’s em- 
ploy, a copy of this list, and used it in sending out mail matter and 
in soliciting business. From the lists defendant Cohen, who was 
then in plaintiff's employ, had sets of cards made, at least one of 
which sets was taken by the defendants and used by them. Cohen 
is concededly dishonest. When he was examined before trial, he 
denied that any new sets of cards were made and on the trial he 
admitted they were made, and that it was done every year. I am 
satisfied, from all the proof and a comparison of the cards and 
records, that the defendants took from the plaintiffs a list of its 
customers. 

Defendants in their brief argue that no list of plaintiff's cus- 
tomers was needed, as the salesmen who had been dealing with them, 
and who left plaintiff's employ and entered that of the Polar Com- 
pany, knew them all. Yet in the next sentence defendants say that 
the list of plaintiff's customers was prepared yearly, so that they 
could be given to the plaintiff's salesmen to check up and to solicit 
renewal contracts. If the salesmen knew all the customers, why 
prepare such lists? The plaintiff’s employees had a perfect right to 
leave its service and enter that of the Polar Company, but they had 
no right to take with them a list of plaintiff’s customers. Oxypathor 
Co. v. De Cordeo, 164 App. Div. 962, 149 N. Y. Supp. 518. This 
holding is not in conflict with those that are to the effect that em- 
ployees leaving their services may solicit customers of their former 
employer. Scott & Co. v. Scott, 186 App. Div. 518, 174 N. Y. 
Supp. 583 [9 T. M. Rep. 256]. The employees may use informa- 
tion they have obtained’so long as it was not acquired in confidence 
(Peerless Pattern Co. v. Pictorial Review Co., 147 App. Div. 715, 
182 N. Y. Supp. 87), but they have no right to make lists of cus- 
tomers and take them with them (Boosing v. Dorman, 148 App. Div. 
824, 183 N. Y. Supp. 910). 

The false statements intentionally made by defendants concern- 
ing the plaintiff’s output constitute unfair competition. American 
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Law Book Co. v. Edward Thompson Co., 41 Misc. Rep. 396, 84 
N. Y. Supp. 225. 

Defendants did procure a number of plaintiff’s customers to 
break their agreements. Defendants urge that these agreements had 
no binding effect, and hence such conduct cannot be criticized. But, 
even if the agreements were not enforceable, the defendants had no 
right to solicit plaintiff's customers and endeavor to get them to not 
live up to them. Defendants were wrong in so doing (Rice v. 
Manley, 66 N. Y. 82, 85, 86, 23 Am. Rep. 30; Hitchman Coal & 
Coke Co. v. Mitchell, 245 U. S. 229, 251, 38 Sup. Ct. 65, 62 L. ed. 
260, L. R. A. 1918C, 497, Ann. Cas. 1918B, 461; Vegelahn v. 
Gunther, 167 Mass. 92, 99, 44 N. E. 1077, 35 L. R. A. 722, 57 Am. 
St. Rep. 448), and equity will enjoin attempts such as the defend- 
ants made (Beekman v. Marsters, 195 Mass. 205, 80 N. E. 817, 11 
L. R. A. [N. S.] 201, 122 Am. St. Rep. 232, 11 Ann. Cas. 332; 
Sperry & Hutchinson Co. v. Associated Merchants’ Stamp Co. 
[D. C.] 208 Fed. 205; Sperry & Hutchinson Co. v. Pommer 
[D. C.] 208 Fed. 804). There is no case against defendants 
Platoni and Miller. As to them the complaint is dismissed. Against 
the other defendants the plaintiff is entitled to judgment, with costs. 
There must be a reference to ascertain the amount of the plaintiff's 
damage. Give notice of settlement of findings and judgment. The 
judgment is: 

(1) That the complaint be dismissed as against defendants 
John Platoni and Edward J. Miller, without costs. 

(2) That the defendants, other than Platoni and Miller, be 
and they hereby are found guilty of an unlawful and unconscionable 
plan to appropriate and interfere with the plaintiff's trade and 
business and of unfair competition with plaintiff. 

(3) That the defendant Polar Products Company, Inc., is 
hereby perpetually enjoined and restrained from utilizing or using or 
turning to account or discussing, in any place or in any way by any 
of the individual defendants, or by any other agent or representa- 
tive any, or any part, of the data and records, whether of customers’ 
names, addresses, prices, or other information, set out or contained 


in plaintiff's card idex of customers as it was on December 9, 1919, 
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or prior thereto, or in the plaintiff’s office records and lists of cus- 
tomers, and defendants Fauerbach, Rein, Heher, Berkel, Cohen, 
Humbert, and Holden are, and each of them severally is, in like 
manner, terms, and degree enjoined and restrained. 

(4) That defendants be and hereby are severally enjoined and 
restrained from in any way urging, advising, requesting, or induc- 
ing, or by any act, device, or method seeking to induce or persuade, 
any of the customers named in plaintiff's list, as compiled by de- 
fendants Rein and Cohen in September, October, November, or 
December, 1919, or in plaintiff’s card index of customers as the 
same existed on December 9, 1919, to cease dealing with plaintiff, 
or to limit or reduce purchases from plaintiff, or to transfer or alter 
patronage to plaintiff's detriment, and from at any time imparting, 
disclosing, communicating, or making available to any present or 
future employee of defendant Polar Products Company, Inc., or 
any successor or allied corporation, any knowledge or information 
or other data as to any customer on plaintiff’s books on December 9, 
1919, which was obtained through or in the course of the employ- 
ment with plaintiff of any defendant herein. 

(5) That defendant Polar Products Company, Inc., and the 
individual defendants Rein, Fauerbach, Cohen, Humbert, Holden, 
Berkel, and Heher, and each of them, be and they hereby are, in- 
dividually and collectively personally or by any representative, en- 
joined and restrained until further order of the Supreme Court 
herein in each and every way and respect hereinafter set forth, to 
wit: 

(a) From in any manner directly or indirectly injuring or 
impairing or interfering with or destroying the business and custom 
of plaintiff upon which any of the defendants called or with which 
they dealt while in plaintiff's employ, and from personally or other- 
wise in any manner soliciting or canvassing or calling upon or in- 
terfering with, or enticing away from plaintiff, any customer of 
plaintiff on whom any of the defendants called, or with whom any 
of defendants became in any wise acquainted, while in plaintiff's 
service—it being intended, among other things, but not solely, 
hereby to stay and forb.d any of the defendants from traveling 
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over or following routes established by the plaintiff prior to Decem- 
ber, 1919, to solicit trade in ice cream particularly or solely from, 
or for that or any similar purpose principally or exclusively calling 
on, plaintiff's customers, and to stay defendants from in any way 
so conducting themselves as to take advantage for defendant Polar 
Products Company, Inc., or for any of the individual defendants 
of the established clientéle of plaintiff, as the same existed on De- 
cember 9, 1919. 

(b) From personally or otherwise soliciting or approaching 
or calling on plaintiff's customers or trade—whether in the usual 
manner or course of trade and salesmanship, or otherwise—for the 
purpose of asking or inducing, or of in any way or by any device 
seeking to persuade or induce, any customer of the plaintiff from 
terminating any agreement or arrangement to purchase exclusively 
from the plaintiff, or with a view or in the effort or aim to cause the 
terminating of any such agreement or arrangement, and likewise en- 
joined from attempting to dissatisfy any such customer of plaintiff 
with the quality of plaintiff's product or its method of shipment or 
with any other matter which might lead such customer to be indis- 
posed to continue to purchase plaintiff's products or to be dissatis- 
fied with the arrangement or disposed to put an end thereto. 

(c) From keeping, retaining, or in any manner using or util- 
izing lists of plaintiff's customers or index cards of plaintiff's trade, 
or any abstracts, extracts, or copies thereof, or any information con- 
tained therein, and from in any manner individually or collectively 
seeking or striving to destroy the business or good will of plaintiff, 
or to transfer the same in bulk to defendants, or to any corporation 
in which they are interested. * * * 

(d) From disclosing or indicating or revealing to plaintiff's 
customers, or to any other persons dealing in ice cream or any 
similar products, terms or prices at which plaintiff supplied or sold 
or distributed any of its products, which prices became known to 
any one of the defendants by virtue of employment with plaintiff 
or in the course thereof. * * * 

(e) From making any statement or representation, oral or 


written, personally or by representative, directly or indirectly, to 
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any person, firm, or corporation, who has been or is or may here- 
after be purchasing or procuring supplies of ice cream from plain- 
tiff, or may be possible customer of plaintiff at any time, with re- 
spect to the quality of plaintiff’s ice cream, or to the effect that it 
is not or was not of a high grade, or as to the circumstances under 
which defendants Rein and Fauerbach, or either of them, left plain- 
tiff's employment, or to the effect that they or either of them was 
about to be discharged or forced out, or that they or either of them 
left because of dissatisfaction at the quality of plaintiff's product, 
or in protest at any alleged unsatisfactory quality of plaintiff's 
product, or to the effect that defendant corporation is practically 
the same as the Shevers Ice Cream Company, or is new in name 
alone, or that plaintiff is unable to continue in business, or has 
lost its capable employees, or that practically all its competent em- 
ployees are with defendant corporation, or that plaintiff is not likely 
to be able to succeed or continue in business, or to the effect that 
any one remaining in plaintiff's employ after December 9, 1919, 
was in any way responsible for any alleged alteration in the quality 
of plaintiff’s product during 1919. 

(6) That the card index or box of the Polar Products Com- 
pany, containing 2,000 names of prospective customers (being 
marked Plaintiff’s Exhibit 5 on the trial herein) and the photograph 
of an alleged receipt of the Shevers Ice Cream Company (marked 
Defendants’ Exhibit D on the trial) and the expense accounts of de- 
fendants Berkel, Heher, and Rein (marked Plaintiff's Exhibits 14, 
18, and 39 upon the trial) be impounded and retained by this court, 
and filed in the office of the clerk of the county of Kings, until 
further order herein, and that the defendants be, and each of them 
hereby is, enjoined from keeping or holding any copy or compila- 
tion thereof, and from in any way using or examining said im- 
pounded exhibits, or using in competition with plaintiff anything 
therein contained. 

(7) That the defendant Polar Products Company, Inc., be 
and it hereby is enjoined and restrained from directly (or indirectly 
by representative, affiliated concern, substitute, or any other device) 
offering, serving, supplying, shipping to, or in any way selling or 
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delivering, or causing to be delivered, ice cream or other similar 
products to, or continuing to sell or deliver to, the persons who were 
lawful customers of the plaintiff on December 9, 1919, and have 
since unlawfully been induced by defendants to cease trading with 
plaintiff. The names and addresses of such customers, whom defend- 
ants are enjoined from serving are set out in Exhibits A and B, 
hereto annexed and made part of this clause of the judgment of the 
Supreme Court, with the same force and effect as if here set down. 

(8) That defendants and each of them be and hereby are en- 
joined and restrained from offering or pretending to reveal to any 
customer of plaintiff information and knowledge, or pretended 
knowledge, acquired or claimed to have been acquired by any of 
the defendants as to discrimination by plaintiff among its customers, 
or variation or change in prices, or rebating by plaintiff, or as to 
alleged or actual alteration of quality or swell of plaintiff's product 
in 1919. 

(9) That the various individual defendants account to plain- 
tiff for its damages from their respective unlawful acts mentioned 
in the decision herein made November 8, 1921, including salaries 
paid to any defendant after he transferred his loyalty to defendant 
corporation, plaintiff's abnormal expenses in reorganizing its busi- 
ness in December, 1919, and its expenses in indicating to customers 
in 1920 that it was not going out of business. 

(10) That defendant Polar Products Company, Inc., and de- 
fendants Fauerbach, Rein, Humbert, and Holden, and each of them, 
account for and pay over to plaintiff all profits earned in the course 
or as a result of sales of ice cream from December 9, 1919, to the 
date of the referee’s report to each, every, and any customer or 
patron named in Exhibits A and B hereto, and further account to 
the plaintiff for all damages sustained by plaintiff in consequence 
of the loss of such customers, and the failure to make its accus- 
tomed profit upon the sale to them of the amount of ice cream dis- 
closed upon such accounting as having been purchased by the cus- 
tomers, respectively, from the defendant. 


the borough of Brooklyn, New York City, be and he hereby is ap- 


(11) That Arthur B. Brenner, Esq., of 26 Court Street, in 
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pointed sole referee, to take and state such account, and to ascertain 
and assess such damages, and that the defendant corporation pro- 
duce before said referee all the books and papers in its possession or 
under its control, and show the sums received from all the customers 
named in Exhibits A and B to the decision herein, together with the 
cost of serving and supplying them, so far as the same may properly 
be deducted; that said referee examine defendants and any other 
persons whose evidence is necessary or proper to fix or assess plain- 
tiff’s damages from the loss of the patronage of such customers 
from the time each ceased dealing with plaintiff until the time of this 
decree, together with any and all other damages sustained by plain- 
tiff from defendants’ unlawful acts as set out in the decision herein, 
all such damages being hereby allowed plaintiff, and after full ac- 
count of profit and damages that the referee report to this court, 
and that judgment upon such report be entered, as provided by 
law, for the amount found due, with interest and the costs and ex- 
penses of the referee; and that on the coming in of such report 
plaintiff be granted an extra allowance of 5 per cent. on the amount 
thus found due. 

(12) That the plaintiff recover from the defendants Polar 
Products Company, Inc., Frederick V. Fauerbach, Arthur M. Rein, 
Burt Heher, Gustave Berkel, Edward P. Holden, Jr., John H. 
Humbert, and Max Cohen the sum of $469.31, its costs and dis- 
bursements, as taxed, and that plaintiff have execution therefor 
against each of them. 
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Strate CounciL, oF New York, DAvuGHTERS oF AMERICA V. 
CatHoLtic DauGuHTers oF AMERICA 
(194 N. Y. Supp. 246) 
New York Supreme Court, Special Term, Westchester County 


March “o, 1922 


NamE or Assocrations—UwNrairn COMPETITION. 

The use of the title “Catholic Daughters of America” by a society 
does not infringe on the right of another society to the name “Daugh- 
ters of America,” as the word “Catholic” gives the former name a 
distinguishing character. 

In equity. Action to restrain use of name of society. Judg- 
ment for defendant. 


John A. Bloom, of New York City, for plaintiff. 
P. H. Fitzgerald, of Utica, N. Y., for defendant. 


Tompkins, J.: The names of the plaintiff and defendant 
are not, in my opinion, so similar or so nearly alike as to be cal- 
culated to deceive the public or cause confusion with respect to 
said corporation. The word “Catholic” in the defendant’s name 
clearly and unmistakably distinguishes it from the plaintiff’s. The 
plaintiff is a patriotic women’s society, purely non-sectarian in 
character, and to which women of all creeds and denominations 
are eligible, while the defendant is a society to which Catholic 
women alone are eligible, and it seems to me that the word “‘Cath- 
olic’’ in the defendant’s name, and used as a part of its name in 
all its activities, clearly distinguishes such name from that of the 
plaintiff, and I can see no good reason for any deception or con- 
fusion resulting therefrom. 

The defendant’s name characterizes it as a Catholic institu- 
tion, in which belief in and adherence to the Roman Catholic re- 
ligion is a prerequisite to membership. The words “Daughters 
of America” can be used by any organization or society of women, 
national in its scope, without infringing upon the rights of the 
plaintiff, provided some other word or words of a distinguishing 
character are coupled with those words and used as a part of its 


name, as, for instance, “Democratic Daughters of America,” or 
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“Republican Daughters of America,’ or “Methodist Daughters 
of America.” 
Judgment for the defendant, dismissing the complaint upon 


the merits, with costs. 


Brown v. Farpba, ET AL. 
(194 N. Y. Supp. 247) 


New York Supreme Court, Special Term, Oneida County 


February, 1922 


Trape-NamMes AND Unrair Competirion—‘Utica Fiorat COMPANY” AND 
“Utica MANUFACTURING FLoraL Co.”—DIFFERENT CLIENTELE—LAcCK 
or Deception or Pusiic—DIsMIssaL. 

In an action brought by plaintiff, a retail florist doing business 
under the name “Utica Floral Company,” to restrain defendant from 
conducting a similar business under the name “Utica Manufacturing 
Floral Co.,” the fact that the parties were located in different parts 
of the city and each appealed to and supplied a totally distinct class 
of customers, and there was no evidence of any deception on the 
part of the public, does not give sufficient ground for an injunction; 
and the complaint is dismissed. 


In equity. Suit for unfair competition. Complaint dismissed. 


Leo O. Coupe, of Utica, N. Y., for plaintiff. 
Curtin & Curtin, of Utica, N. Y., for defendants. 


Louis M. Martin, J.: The plaintiff in this action eommenced 
business February 28, 1914, under the name and style of “Utica 
Floral Company.” On January 30, 1920, a certificate to that effect 
was filed in the Oneida county clerk’s office. His business was 
and is the wholesale and retail sale of flowers, shrubs, plants, and 
floral materials and supplies. His place of business, located at 
208 Genesee St., Utica, N. Y., is a very desirable location for 
transient trade, and a large retail business has developed, of which 
business 25 per cent. might be classed as regular customers and 
75 per cent. transient trade; said business totaling about $40,000 a 
year. Plaintiff advertised extensively under the name of “Utica 
Floral Company,” but the most attractive feature of these advertise- 
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ments was “Say It with Flowers,” conspicuously appearing on the 
insertions. The location of plaintiff's store, his advertising matter, 
and surroundings indicated that he appealed to and received a 
high-class trade. 

The defendant, Vincenzo Farda, prior to his marriage to one 
Teresa Rotunda, was engaged to a limited extent in manufacturing 
artificial flowers on Bleecker St., at Utica, N. Y. A short time 
prior to his marriage, defendant Farda transferred his business 
to his future wife, and after their marriage in 1917 she, with said 
defendant Farda, continued the business; the wife conducting the 
same, and sometimes assisted therein by her said husband. She 
was skilled in the manufacture of artificial flowers, and manufac- 
tured them herself, attended to the business, and allowed the hus- 
band to form a partnership in Rochester, N. Y., and to remain 
there a large portion of the time. 

The wife, Teresa Farda, was made co-defendant by court 
order during the trial. Their place of business was a store located 
in the Sisti building, at No. 504 Bleecker St., Utica, N. Y., in 
what is known as the Italian section, a long distance from plaintiff's 
store and entirely patronized by Italian people. The business 
conducted was primarily the manufacture and sale of artificial 
flowers, and in such connection they sold at retail, and occasionally 
at wholesale, natural flowers and plants. 

About November 15, 1920, they adopted the name and style 
of “Utica Manufacturing Floral Company,” and placed this trade- 
name over their door and on their advertising matter; their cards, 
calendars, and stationery reading as follows: “James Farda,” 
“Utica Manufacturing Floral Co.,” “Sisti Building,” “Utica, N. Y.”’ 
The advertising matter and letter-heads of defendants were not 
at all similar to that of plaintiff, were of a different color and 
design, and would not appeal to the class of trade plaintiff had 
or catered to. The only instances where conflict of names pro- 
duced any confusion in this case were where one letter was ad- 
dressed “Utica Floral Store,’ two letters addressed “Utica Floral 
Co.,” one bill of goods, and a package of goods addressed “Utica 
Floral Co.” were received by plaintiff that belonged to defendants. 
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Plaintiff asks a permanent injunction against defendants, re- 
straining them from using the name “Utica Manufacturing Floral 
Company,” on the ground that defendants purposely and designedly 
used a name similar to plaintiff in said business for the purpose 
of procuring people to trade with and buy from defendants, be- 
lieving that they are dealing with plaintiff, and for the purpose 
of deceiving the public and obtaining business through such wrong- 
ful use. 

No evidence has been produced to show that any one was 
in any way deceived, or that defendants attempted any such de- 
ception or interfered in any way with plaintiff’s business. It is a 
matter of common knowledge in Utica that the Italian Colony 
flock by themselves. They have their own church, banks, stores 
and practically schools; and all in the immediate vicinity of de- 
fendants’ store. They trade with their own people; and _ peo- 
ple from Genesee Street and the general public constituting 
the transient trade seldom, if ever, trade in this locality. They are 
as separate as if in a different village and not in Utica at all. 

None of the words used by plaintiff or defendants are capable 
of exclusive use as technical trade-marks, and plaintiff must show 
in this case unfair competition created by a deceptive use of their 
names. Certainly the words “Utica,” “manufacturing,” and ‘“com- 
pany” cannot be the subject of exclusive property rights. The 
word “floral” is a word of common use, descriptive in its nature 
and defined, “pertaining to flora or to flowers.” It occupied the 
same relation to the subject-matter here as the word “International” 
occupied in a business corporation discussed in Koehler v. Sanders, 
122 N. Y. 72, 25 N. E. 235, 9 L. R. A. 576; also Ball v. Broadway 
Bazaar, 194 N. Y. 486, 487, 87 N. E. 674. 


“Words or names which describe the product or ware to which they 
are applied, by indicating its kind, quality or ingredient, may not be ex- 
clusively appropriated as a trade-mark therefor. Clinton Metallic Paint 


Co, v. New York Metallic Paint Co., 23 Misc. Rep. 69, 50 N. Y. Supp. 439, 
Gaynor, J. 


There is no contention here that there is a trade-mark duly 
registered, but a claim is made of unfair competition; and there- 
fore it is necessary to show intent to deceive the public, or that the 
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public were generally deceived, by these names to such an extent 
that defendants were presumed to have knowledge of such fact. 

I do not find in the evidence even a suggestion that the printed 
matter or stationery of plaintiff had been imitated, or that any 
representations were made by defendants that would lead any 
person to believe that these two enterprises were the same, or 
that any one was deceived into such belief, or that there was any 
injury to plaintiff's business. This fact must be established to 
the satisfaction of the court before injunctive relief can be granted. 
Lucile, Limited, New York & Paris v. Schrier, 191 App. Div. 567, 
i181 N. Y. 694 [10 T. M. Rep. 274]; Materialmen’s Mercantile 
Ass’n v. Materialmen’s Credit Agency, 191 App. Div. 73, 180 N. Y. 
Supp. 801 [10 T. M. Rep. 227]; Car Advertising Co. v. New York 
City Car Advertising Co., 57 Misc. Rep. 105, 107 N. Y. Supp. 547. 

“A similarity of names will not be ground of injunctive relief, when 
it does not tend to deceive the people or cause confusion.” State Council 
of New York, Daughters of America v. Catholic Daughters of America, 
194 N. Y. Supp. 246, Tompkins, J., decided March 28, 1922, Supreme Court, 
Westchester County. (See p. 295 supra.) 

A case very similar to the case at bar was decided March 6, 
1922, entitled Wallach Brothers v. Wallack, doing business under 
the name of Wallack Brothers, and Wallack Bros., —— App. Div. 
——, 192 N. Y. Supp. 723 [12 T. M. Rep. 172], where an order 
granting a temporary injunction was reversed on the ground that, 
while there was evidence of some confusion in names, there was 
little evidence of financial harm to plaintiff, and that defendant’s 
name was not adopted with the intention of diverting business 
from plaintiff to defendant, and there was really no competition 
between plaintiff and defendant, as each appealed to a different 
class of customers. 

It follows, therefore, that the complaint against the defendant 
Vincenzo Farda, and the amended complaint against Vincenzo 
Farda and Teresa Farda, doing business under the name and style 
of Utica Manufacturing Floral Company, be dismissed, with costs. 


Findings may be prepared and judgment entered accordingly. 
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GerMmo Mra. Co. v. Comss, ET AL. 
(240 So. W. Rep. 872) 


Kansas City, Missouri, Court of Appeals 


May 1, 1922 


Trape-Marxs AND Unrair CoMpeTITION—SeEcrET FormMuLas—UseE oF SAME 
INGREDIENTS IN Remepy oF DirrerENT APPEARANCE NOT STRICTLY 
Unram ComPETITION. 

The manufacture and sale by defendants of a preparation called 
“milkoline,” composed of the same ‘ingredients as plaintiff's competing 
remedy, “cholorine,’ but intended to be mixed with buttermilk so 
as to give it a different appearance, and hence not capable of being 
“passed off” as plaintiff's goods, is not, strictly speaking, unfair com- 
petition. 

Same—Use or Non-secretT Formunas as Secret—StTOCKHOLDEKS NOT 
CHARGEABLE WITH KNOWLEDGE oF Facts. 

Where the partners in a business of making and selling a poultry 
remedy used therein a formula that was not strictly secret, built 
up a large demand therefor and later transferred all right and title 
therein to a corporation, in whose records the formula was described 
as secret, the stockholders are not chargeable with the knowledge 
possessed by the partners that it was not strictly secret. 

Same—Disciosure oF INGREDIENTS ON LABEL NoT ABANDONMENT. 

The printing by plaintiff of the ingredients of its secret formula 
on labels affixed to the bottles so as to comply with the law did not 
constitute such abandonment as can be pleaded as a defense by a 
wrongdoer. 

Same—ComMMERCIAL “Purrrnc” Nor ADMISSIBLE IN A PLEADING oF “UN- 
CLEAN Hanns.” 

Making boastful claims in an advertisement as to a matter not 
involved in the litigation should have no bearing thereon, as the doc- 
trine of “clean hands” refers only to the matter under dispute. 

Same—Ruicutr to App New INGREDIENTS. 

A concern engaged iin making and selling a remedy under a secret 
formula has a right to add thereto further ingredients and to make 
minor changes, and is entitled to the enjoyment thereof. 

SaME—UNPATENTED Secret Formuta—RicHt or Owner TO Protection 
Acatnst One Wuo Uses Ir Turovcu Breacu or Trust. 

One who has a secret formula, even though unpatented, has a 
property right therein, which though subject to be lost, should another 
honestly discover or rightfully come into a knowledge of the same, 
will be protected as against those who, through breach of faith or 
violated confidence, attempt to apply the secret to their own use or 
to impart it to others. 

Same—UnavtTuHorizep anpd Decetvinc Use or Formuta as Unrar Com- 
PE ApPpeaAL—REVERSAL. 





Where a formula was adopted and used by the partners, makers 
of a poultry remedy, as a private secret formula, to be owned and 
controlled by them, was subsequently sold as such to the plaintiff 
corporation, the secret nature of the formula made a part of its 
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records and emphasized in its business, stock in which was sold at 
high prices on the strength of such secret formula, the conduct of 
defendant, the original organizer of the business, in forming a com- 
peting partnership to manufacture and sell substantially the same 
remedy under another name, was not right, and plaintiff will be 
granted relief. 

In equity. Action for unfair competition. From a judgment 


for defendants, plaintiff appeals. Reversed and remanded. 


Bruce Barnett, of Kansas City, Mo., and G. W. Barnett, of 
Sedalia, Mo., for appellant. 
Ingraham, Guthrie & Durham, of Kansas City, Mo., for re- 


spondents. 


Trims_e, P. J.: Plaintiff is a Missouri corporation organized 
in 1903 for the purpose of, among other things, owning and con- 
trolling formulas, and more especially of manufacturing and dis- 
tributing a compound known as “cholorine,”’ a preparation for 
poultry, and ever since that time it has been engaged in the prep- 
aration and sale of said poultry remedy, the formula for which it 
claimed, and now claims, to own and control. Defendants are 
partners doing business under the name of the “Milkoline Manu- 
facturing Company,” which partnership was formed August 13, 
1914, and ever since has been engaged in the manufacture and sale 
of a poultry compound called “milkoline.”” This suit was _ insti- 
tuted by plaintiff in April, 1917, to enjoin defendants from making 
use of the alleged secret formula owned and used by plaintiff in 
compounding its remedy “cholorine,’ and to restrain defendants 
from engaging in unfair competition with plaintiff, whereby the 
latter is deprived of the full ownership of said formula and of 
the full benefit and results of its business. 

The case was tried by the chancellor, and a decree was en- 
tered dismissing plaintiff's bill, whereupon plaintiff appealed to 
this court, where the case was submitted at the March term, 1919. 
It was transferred to the Supreme Court in order to set at rest 
the question of whether or not jurisdiction was with us. We en- 
tertained the view that, even if the petition did not pray for dam- 


ages in excess of $7,500, yet as the pleadings and evidence clearly 
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showed that, if plaintiff's claims were upheld and defendants were 
enjoined from the further prosecution of their business of selling 
“milkoline,”’ the loss accruing to defendants would far exceed the 
limit of our jurisdiction, therefore the right to adjudicate and pass 
upon the case was in the Supreme Court. The principal relief 
sought by the bill was to deprive the defendants of their right 
to manufacture and sell “milkoline.”” The Supreme Court had held 
that, if the monetary value of the “right lost’ was within the juris- 
diction of that court, then jurisdiction was there (State eax rel. v. 
Reynolds, 256 Mo. 719, 718, 165 S. W. 801), and we accordingly 
ordered it transferred. We thought that the mere fact that plain- 
tiff’s petition contained a prayer for damages in an amount within 
our jurisdiction was not decisive of the matter, in a case where 
the monetary value of the right sought to be taken from the de- 
fendant was a sum vastly in excess of our jurisdiction. The Su- 
preme Court evidently thought otherwise, however, for it ordered 
the case retransferred to us, although it did not expressly pass upon 
the particular feature of the question hereinabove mentioned. See 
Germo Mfg. Co. v. Combs, 229 S. W. 1072. 

The petition charged that for many years plaintiff has been 
engaged in the manufacture and sale of a poultry remedy called 
“cholorine,” made according to a secret formula exclusively owned 
and controlled by it; that said remedy has been extensively adver- 
tised by it as a valuable remedy in the treatment of diseases of 
fowls and as a tonic for hogs, and an extensive and valuable busi- 
ness has been built up, in which more than $10,000 a year is ex- 
pended in maintaining a force of traveling salesmen in all parts 
of the country to sell the same to merchants, shippers, feeders, 
and dealers in poultry; that it has strictly guarded and kept as an 
inviolate secret the names and quantities of the ingredients entering 
into “cholorine,’ as well as the proportions and methods of com- 
pounding the same; that plaintiff's uniform policy has been to 
impose on all its officers and employees, in any way connected with 
the business, the duty to preserve said secret and not divulge the 
same, and it became their duty to do so after they ceased employ- 
ment with said company; that the officers and employees well knew 


es 
——E 


% 
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they had neither legal nor equitable right to themselves compound 
the same or a like preparation by the use of any one or all of the 
essential ingredients forming a necessary or essential part of said 
formula. 

The petition further alleged that said secret formula for the 
manufacture of “cholorine,” and the exclusive right to use and 
compound the same by the use of any and all ingredients entering 
therein, were by said corporation purchased for a valuable con- 
sideration from the defendant Combs, who claimed to be the orig- 
inator and exclusive owner thereof, and that thereafter all the 
interest of said Combs and the exclusive right to the use of said 
formula vested in the plaintiff corporation, and the same was and 
is a valuable asset and property right exclusively owned and con- 
trolled by plaintiff; that at the time plaintiff purchased said formula 
of the defendant Combs he (the said Combs) was a large stock- 
holder in said company, one of the chief promoters and organizers 
thereof, and that thereafter defendant Combs retained his con- 
nection with said company and for a number of years acted as 
chief or associate manager and as president thereof; that while 
connected with said company Combs at all times jealously guarded 
said formula as a strict company secret and valuable corporate 
asset, as it was his duty and legal obligation to do; that by reason 
of Combs’ confidential relations with said company, and by reason 
of his having sold and conveyed said formula to said plaintiff 
company, while claiming to be the original compounder, discoverer, 


and exclusive owner thereof— 


‘ 


‘said Combs was doubly bound, not only not to use and employ said 
formula himself, in order to engage and to enter into competition with 
the plaintiff company by compounding the same or like preparation, to 
be used for like or similar purpose as that for which ‘cholorine’ was man- 
ufactured and sold, but it, moreover, became his highest legal and moral 
obligation and duty to the plainti? company to use his utmost endeavor 
to preserve inviolate the name of and all ingredients, agents, and 
compounds used in said formula, ana to protect and preserve to said 
plaintiff company its property rights in the exclusive ownership thereof, 
so as to guard and protect it from any competition avising from any other 
person, firm, or corporation who sought to gain a knowledge of the secret 
ingredients entering into the same.” 
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The petition further alleged that, among other means recom- 
mended and prescribed by it for administering ‘“‘cholorine”’ to poul- 
try as a preventive of disease and health-preserving remedy, and 
as a body builder, egg producer, and curative agency, one was— 
“to mix it in connection with water with dry food stuff, to be fed to said 
fowls; but the same was particularly recommended by plaintiff to be 


used by all poultrymen by introducing it into buttermilk, and other liquid 
food, in addition to administering it to poultry in drinking water.” 


The petition further alleged that said preparation, when so 
administered in buttermilk and other liquid foods, according to 
directions, constituted a very valuable preventive, remedial, and 
useful agent for all purposes for which it was advertised, and is 
and has been extensively used throughout the country by admin- 
istering it in prescribed quantities in buttermilk and other liquid 
foods, but preferably by introducing it into buttermilk and admin- 
istering it to fowls, all of which was well known to said Combs 
by reason of his connection with the plaintiff and his former owner- 
ship of said formula; that the mode of administering the same 
to fowls, and the quantities in which the same was administered, 
and especially by introducing it into buttermilk, were very largely 
worked out and employed by said Combs in the interest of said 
company, as was his duty, during the time he was owner of said 
stock and in the management of the corporation’s business. 

The petition further alleged that after said Combs had been 
connected with the plaintiff company as an owner of stock therein 
and as president thereof, and its chief managing director in the 
promotion of the company’s business and the creation of a large 
demand for “‘cholorine,”’ he sold and disposed of his stock for a 
valuable consideration; that after the sale of his interest in the 
company he was employed as a traveling salesman of the plaintiff, 
and in said capacity defendant Combs visited many large poultry 
associations and assemblies of poultrymen, feeders, and raisers in 
many parts of the United States as chief sales agent in the sale 
and distribution of “‘cholorine”; that he acquired a large and valu- 
able acquaintanceship among the large poultry raisers, feeders, 
and shippers, and in the capacity of plaintiff’s chief sales agent 
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he attended public meetings of said raisers, dealers, and feeders, 
working in the interest of the plaintiff company, and the patronage 
which he and other agents thus built up for the company is a very 
valuable asset, one acquired at a large expense of time, money, and 
extensive advertisement. 


The petition then alleged: 


That “after selling and disposing of his stock as aforesaid, and severing 
his connection with the said plaintiff company, said Combs wrongfully and 
fraudulently conceived the idea of entering into unjust, unlawful, and 
unfair competition with the plaintiff company, and did enter into wrongful 
and fraudulent competition with plaintiff, by manufacturing and com- 
pounding the said preventive and remedial agent, by use of all the 
essential ingredients entering into and used in compounding of said 
‘cholorine, by placing said ingredients in their proper portions in butter- 
milk and in condensed milk, instead of water, and marketing it to said 
customers and prospective customers of the plaintiff company, including 
feeders, shippers, dealers, and raisers of poultry, and others engaged in 
the poultry industry, all of whom are, and were, patrons, or prospective 
patrons, and customers of the piaintiff in the purchase of said prepara- 
tion known as ‘cholorine, as aforesaid”; that “defendant Combs, for the 
purpose of more effectually concealing the fact that he and his code- 
fendants were, and are, wrongfully engaged in competition with the plain- 
tiff in using its formula, named and designated his product, so wrongfully 
manufactured and compounded by him, as ‘milkoline, which he, in con- 
nection with his codefendants, as hereinafter averred, advertise and sell 
as a ‘medicated liquid food for fowls.’” 


The petition further charged: 


That, while Combs and his codefendants “have adopted a different 
name from ‘cholorine,’ namely, that of ‘milkoline, it is substantially the 
same preparation and contains all the essential ingredients of ‘cholorine, 
the only difference being that said essential ingredients are introduced 
in so-called milk, instead of water, and that said ‘milkoline’ is manufac- 
tured under the same formula by use of all the essential ingredients used 
in the manufacture of ‘cholorine, and that in the manner and by the 
means employed and adopted as aforesaid, he, the said Combs, and his 
codefendants, named herein, are engaged in unlawful, unjust, and unfair 
competition with the plaintiff’; that “the only remedial agents used in 
compounding the said product known and compounded as ‘milkoline’ are 
the same remedial and medical agents and ingredients that have been, 
and now are, exclusively used in compounding plaintiff's said preparation 
and remedy known as ‘cholorine’”; that “defendants, by the manner and 
means aforesaid, have entered into, and are now engaged, under the name 
of the Milkoline Manufacturing Company, in unfair, unjust, and unlawful 
competition with plaintiff by depriving the plaintiff of the full ownership 
of said formula, and the full results of its said business, by selling large 
quantities of said ‘milkoline’ to plaintiff’s former patrons, purchasers and 
customers, and to prospective patrons and customers herein”; that “for 
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the purpose of more effectually concealing this wrongful competition and 
transacting said business upon a large scale, the defencant Combs has 
entered into and formed a co-partnership with James E. Chandler and 
Carl W. Kent, of Kansas City, Mo. (who are named as codefendants 
herein), and that with the connivance, cooperation, aid, and assistance of 
said codefendants, and in joint collaboration therewith, is manufacturing 
said preparation known and designated as ‘milkoline,’ and is selling the 
same in large quantities in unfair, unjust, and unlawful competition with 
the plaintiff, and they are conducting their said business as a copartnership 
under the name of the Milkoline Manufacturing Company, at Kansas 
City, Mo.”; that “the Milkoline Manufacturing Company is a partnership 
named, employed, and adopted by these defendants for the wrongful and 
unlawful purpose of employing and using the secret information that de- 
fendant Combs possessed, and had full knowledge of, as aforesaid, while 
in the employ of plaintiff company, and in violation of his contract of 
sale to the plaintiff, and for the purpose of more effectually entering into 
unlawful, unjust, and unfair competition with the plaintiff ; that plaintiff 
does not know the exact partnership interest the defendants Chandler 
and Kent have in the said Milkoline Manufacturing Company, but it 
alleges the fact to be that the defendants have associated themselves 
with said Combs for the purpose of carrying out and effecting the unlaw- 
ful purpose and design to use said formula of plaintiff, so wrongfully 
appropriated by said Combs, and to wrongfully appropriate to their own 
use and profit the patrons, and prospective patrons, and customers, many 
of whom the said Combs himself secured as customers of plaintiff while 
he was connected with plaintiff as its confidential representative and 
sales agent as aforesaid; that the said Combs is, and at all times has 
been, the business manager of the said Milkoline Manufacturing Com- 
pany, and he is the principal owner, organizer, and promoter thereof, 
and owns a very large interest in said partnership business, equal to, or 
greater than, a half interest thereof; that the defendants have wrongfully 
taken from the plaintiff, and appropriated to their own use, many cus- 
tomers and prospective customers of plaintiff, and the profit on a large 
business that it has built up, and has materially damaged the plaintiff in 
a sum in excess of $10,000; that defendants are now engaged in said 
unlawful competition, and propose to continue the same to the further 
great loss and damage of this plaintiff; that on account of the continuing 
nature of defendants’ wrongful acts, and the inability of the plaintiff to 
determine fully the amount or extent of its damages, and the fact that 
it is a constantly continuing and recurring injury, which renders it im- 
possible to definitely estimate the extent and nature of plaintiff's injury 
and damage, and because plaintiff has no adequate remedy at law, it 
appeals to the equitable interposition of this court for injunctive relief; 
that, if defendants are not restrained and enjoined from their unlawful 
competition, plaintiff will continue to suffer and sustain great and irrep- 
arable loss and injury, for which no adequate remedy is given at law.” 


The petition closed with the prayer that— 


“the defendants, and each and all of them, singly and collectively and 
as copartners, be enjoined from using plaintiff's secret formula, or any 
of the essential ingredients thereof, and from compounding any prepara- 
tion, under any name whatsoever, by the use of any of the essential 
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ingredients entering into plaintiff's secret formula, and restrained and 
enjoined from selling, or attempting to sell, upon the markets, any prep- 
aration so compounded and mixed as aforesaid, and that they be enjoined 
and restrained from continuing the aforesaid unfair, unjust, and unlawful 
competition with plaintiff, and restrained and enjoined from communicating 
to any other person, firm, or corporation, any knowledge which would 
lead to a disclosure of plaintiff's secret formula, or any of the ingredients 
therein, and for all other and further relief to which, in equity and good 
conscience, the plaintiff may be entitled, and that the court, upon re- 
straining and enjoining defendants, may take an account as to the extent 
of plaintiff's damages, and award the plaintiff such damages that it has 
sustained, by reason of such unfair competition, in the sum of seven 
thousand five hundred dollars ($7,500), and that the plaintiff may have 
and recover from the defendants the costs in its behalf laid out and 
expended.” 


The answer admitted the incorporation of plaintiff and the 
partnership of defendants, that plaintiff was in the business of 
compounding and selling a preparation called “cholorine,’ and 
that defendants were in the business of compounding and selling 
a preparation called “milkoline.” The answer also contained a 
general denial, and then particularly denied that the preparation 
known as “cholorine’” was a secret formula, or that it was the 
practice of plaintiff to keep it secret. The answer then stated that 
defendants— 


“deny that the defendant Robert C. Combs ever claimed to be the orig- 
inator of the formula for making ‘cholorine, or the exclusive owner 
thereof; deny that said defendant Combs wrongfully, unlawfully, and 
fraudulently, or in any other way, conceived the idea of entering into 
unjust, unlawful, or unfair competition with the plaintiff company, or 
that he did enter into wrongful or unlawful, or fraudulent com- 
petition with plaintiff, either by the use of all of the essen- 
tial ingredients entering into and used in the compounding of ‘cholo- 
rine, or in any other manner; deny that said preparation known as 
‘milkoline’ is substantially the same preparation or that it contains all of 
the essential ingredients of ‘cholorine’; deny that the only difference 
between the two preparations is that in the preparation known as ‘milko- 
line’ the ingredients are introduced into milk instead of water, and deny 
that said ‘milkoline’ is manufactured under the same formula or by the 
use of all of the essential ingredients used in the manufacture of ‘cholo- 
rine, and in this connection these defendants say that only one of the 
four or more ingredients entering into the preparation of ‘cholorine’ is 
used by these defendants in the preparation of the remedy known as 
‘milkoline,’ and that this ingredient is used in entirely different quantities 
and proportions in ‘milkoline’ from the proportions and quantities in 
which it is used in the preparation known as ‘cholorine,” and that the 
ingredient referred to is a well-known ingredient among the feeders and 
raisers of poultry and has been for many years, and that it enters into 
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various preparations under divers and sundry names, which are used 
by those engaged in the handling and raising of poultry, and that its 
merits and value in that respect are and for many years have been a 
matter of common knowledge. These defendants in this connection fur- 
ther say that the preparation of ‘cholorine’ is more especially a medicine 
or perhaps a tonic for poultry, and that it has no food value whatsoever, 
while, on the other hand, said preparation known as ‘milkoline’ is pri- 
marily and chiefly a food for poultry, and that any effect it may have as 
a medicine or a tonic is incidental merely.” 


By way of affirmative defense the answer then alleged: 


“(a) That the formula for making the preparation known as ‘cholo- 
rine’ is not now and has not been, at any of the times mentioned in plain- 
tiff’s petition, a secret formula, but is and for many years has been known 
to divers and sundry firms, persons, and individuals, who did not get 
their knowledge of it directly or indirectly from these defendants, or any 
or either of them; and these defendants say that the plaintiff has itself 
published and made known the contents of said preparation. 

“(b) That this plaintiff advertises and represents to the public 
that said ‘cholorine’ is a ‘product of the chemists’ laboratory’; that ‘Pasteur 
himself never did anything more notable than the achievement of our 
(referring to plaintiff) master chemists, who discovered and perfected 
‘cholorine’; that ‘the first problem was to locate and classify the germs 
of poultry diseases’; that ‘this was done after years of patient experi- 
ment and research.’ 

“That the truth is ‘cholorine’ is not the product of a chemists’ lab- 
oratory, but it is a preparation which has been in common use for many 
years, under various names; that plaintiff has never located or classified 
the germs of poultry diseases, either after years of patient experiment and 
research or otherwise; nor has the plaintiff, as it advertises and repre- 
sents to the public, compounded elements that would instantly kill germs 
located or classified by plaintiff, nor taken years of time nor made thou- 
sands of experiments to do so; that such advertising and misrepresentation 
are intended to and do deceive and mislead the public, and that by reason 
thereof this plaintiff is not entitled to any relief from a court of equity 
to protect it in the manufacture and sale of said preparation. 

“(c) These defendants further say that this suit was not instituted 
by the plaintiff and is not being prosecuted by it in good faith, for the 
purpose of protecting the formula known as ‘cholorine,’ for the improper 
and unlawful purpose of ascertaining how to manufacture the preparation 
known as ‘milkoline, and that this plaintiff instituted and now prosecutes 
this suit for the purpose of oppressing the defendant Combs, and through 
the medium of the untruthful allegations of said petition to bring him 
into disrepute with his copartners, Chandler and Kent, with the unlawful 
purpose on plaintiff's part of inducing his said copartners to dissolve 
their partnership with the said defendant Combs, to the end that they 
might thereupon enter into a contract or arrangement with the plaintiff, 
whereby the plaintiff and the defendants Chandler end Kent, or one or 
the other of them, might jointly manufacture and sell said preparation 
known as ‘milkoline,’ to the exclusion of the said defendant Combs.” 
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To this answer plaintiff filed a reply, denying that only one 
of the ingredients entering into and used in “milkoline’’ enters into 
or is used in the preparation of “cholorine,’”’ and asserting that each 
and every ingredient having any medicinal effect, or any effect 
whatever, is contained in and enters into “milkoline,” and that each 
and every such ingredient in “milkoline” is contained in “cholorine.” 


The reply then went on to say: 


“That said preparation called ‘milkoline’ is not a food of poultry, 
either primarily or incidentally, and does not have any value as a food 
in the slightest degree or percentage whatsoever; that said preparation 
called ‘milkoline’ has the same qualities, serves the same purposes, and 
has the same effect as said preparation called ‘cholorine,’ and none other, 
and the representations and advertisements which have been anc are 
made by defendants that said preparation called ‘milkoline’ is a food 
are false, and the same and the use of buttermilk as the base into which 
are introduced the only ingredients having any effect upon any poultry 
or other animals to which said preparation called ‘milkoline’ could be 
administered, are a fraudulent means to which defendants have resorted 
for the purpose of deceiving plaintiffs and the public and concealing the 


fact that said preparation called ‘milkoline’ is the same as that called 
‘cholorine.’ ” 


The reply further denied that plaintiff— 


“has ever made known the formula or contents for said preparation called 
‘cholorine, or that the same is known other than to plaintiffs and de- 
fendants and their confidential agents and servants, and that the defend- 
ants Chandler and Kent derived their knowledge thereof from defendant 
Combs, and not otherwise; and further plaintiff says that defendants 
are estopped to deny that said formula is a secret by reason of the fact 
that defendant Combs sold, transferred, and delivered unto plaintiff said 
formula as being secret, and as such defendant Combs received from 
plaintiff a large and valuable consideration therefor.” 


The reply then denied that— 


“it has ever made to the public or to any person whomsoever any repre- 
sentation or representations by advertisement or otherwise, which was 
not true, or which was or were intended to or did deceive or mislead 
the public, or any person or persons whomsoever, and that the expression 
‘our master chemists, as employed in the advertisements referred to in 
defendants’ answer, was intended to and does relate solely to master 
chemists generally, who first compounded the remedy while being pos- 
sessed of full knowledge of the location and classification of the germs of 
poultry diseases, and said term, ‘our master chemists,’ was not intended 
to and does not refer to chemists in plaintiff's employ; and _ plaintiff 
says that said preparation called ‘cholorine’ is a product of the chemists’ 
laboratories, and that it is a notable and valuable discovery, as shown 
by its long and successful use in the treatment of diseases of poultry; 











310 TWELVE TRADE-MARK REPORTER 


and further plaintiff says that, even if the representations and advertise- 
ments made by plaintiff as referred to in defendants’ answer were not 
true in fact, the same would not constitute any defense whatsoever to 
any of the matters or facts alleged in plaintiff's petition.” 


The reply also specifically denied that the suit was instituted 
in bad faith or for the purpose of ascertaining how to manufac- 
ture ‘“milkoline.”’ 

The facts gleaned by a careful study of the record are as 
follows: 

Some time in 1902 defendant Robert C. Combs approached 
Mr. Joseph D. Donohue, in Sedalia, asking him if he wanted to 
get rich, and saying he had a formula for the preparation of a 
poultry remedy which he had long wanted to put on the market. 
He told Donohue it was a “wonderful remedy’; that he knew 
about it and its virtue for a good while; that his father had been 
selling it as ‘“Combs’ Chicken Cholera Cure.’”’ Donohue says he 
does not know whether Combs told him where his father lived or 
not; he (Donohue) knew very little about his business; he knew, 
however, that the father had lived in Scotland County, near Mem- 
phis, Mo. Defendant Combs told Donohue that the formula was 
the same as “Combs’ Chicken Cholera Cure.” Donohue says Combs 
“brought that formula to the partnership.’”” Combs himself says 
he originally told Donohue he would take $500 for a half interest 
in it, but that Donohue only paid $100, although he agreed to 
pay $500. At any rate, the partnership was formed, and all that 
Combs put into it was the formula for making “‘cholorine.”’ He 
put no money into the enterprise, nor anything into the business of 
the partnership, except the formula. 

Between November, 1902, and April, 1903, the partnership 
had accumulated assets to the amount of $1,100, and on April 7, 
1903, the two and Donohue’s wife incorporated the Germo Man- 
ufacturing Company, the plaintiff, with a capital stock of $10,000, 
Combs taking one-half, or fifty shares, of the stock, and Donohue 
and his wife taking the other half. The purpose for which the 
corporation was organized, as stated by the articles of incorpora- 
tion, were: 


a 
GERMO MFG. CO. V. COMBS, ET AL. 311 


“To conduct a general and wholesale manufacturing business, that 
is, to prepare and compound chemicals; to own and control formulas, 
patent rights, agency rights, and more especially to manufacture and dis- 
tribute a compound known as ‘cholorine,’ which is the name and regis- 
tered trade-mark of a preparation for poultry.” 

The assets of the corporation at the time of its creation were 
the assets of the partnership, which were conveyed to the cor- 
poration, so as to constitute its fully paid capital stock of $10,000, 
and the same consisted of $500 merchandise on hand, a fixture 
account of $75, one or two other items, and the formulas, which 
went in at a valuation of $8,897.76. While the documents and rec- 
ords speak of “formulas,” there was in reality only one formula, 
that for ‘“‘cholorine’; the ““Germo insecticide’ formula not being 
satisfactorily worked out for over a year after the incorporation. 
Combs never put a penny into either the partnership or the cor- 
poration, and the larger portion of the capital stock of the cor- 
poration consisted of the formula for making “cholorine.” The 
transfer from the partnership to the corporation, as shown by the 
records of the latter, was a transfer for a consideration of $10,000 
of 


“all of the formulas, receipts, rights, accounts, stock, stationery, fixtures, 
trade-marks, ete., in short, all property, business, benefits, and accumu- 
lations arising from the partnership heretofore existing between the above- 
named parties, composing the Germo Company, including cash, accounts 
due, etc., and to pay therefor the sum of ten thousand dollars ($10,000) ; 
said business items, etc., to be turned over to the Germo Manufacturing 
Company by the bill of sale from above-named parties, each conveying his 
whole interest in said Germo Company, its rights and privileges; said 
formulas to be written out in full, sealed in an envelope, and placed in 
the custody of the secretary and president.” 


The business of the corporation prospered, defendant Combs 
finally became possessed of the larger portion, if not all, of the 
stock of the corporation, and later sold his stock therein, and the 
present owners of the company acquired the same at an expense 
of something like $24,500. After selling his stock, defendant 
Combs was in the employ of the plaintiff as its traveling salesman 
in the sale and distribution of “cholorine,’ and in this capacity 
he further extended his already wide acquaintance with poultry 


men and others interested as patrons in the purchase of said remedy, 
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and continued in such employ up to August 1, 1914, on which 
date his connection with the plaintiff ceased. Fourteen days later 
he organized the partnership with his codefendants, and began 
selling the product called “milkoline.” If, as he claims, “milkoline”’ 
is essentially different from “cholorine,’ and was conceived and 
worked out by him, it must have been done while he was in the 
employ of the plaintiff as its traveling salesman; for there was no 
sufficient interval of time between the termination of his employ- 
ment and the organization of tue defendant partnership to sell 
“milkoline’” in which to work out the formula thereof. He says 
he first made up fifty gallons of it, and sent out samples, giving it 
away to poultry dealers to use as a test. He says he cannot re- 
member the first order he ever took for ‘“milkoline.” 

“There might have been some taken before the 13th of August, when 
I first commenced to figure on going into it. There had been none taken 


before the Ist of August that I know of; none that I remember of. That 
is a matter I would likely forget.” 


He got orders the first month to the extent of from $400 to 
$600. Many of these orders were from people he had sold “cholo- 
rine” to, and who were plaintiff's patrons. 

There is no question but that, in one of the letters he wrote, 
extolling the qualities of “milkoline,” he said, “Will say that the 
writer is the originator of ‘cholorine,’” and then went on to say 
that, while he took pains to tell everybody “cholorine” was the 
best “poultry medicine” ever on the market, yet it was “‘not any- 
thing like ‘milkoline,’” for the simple reason that the former con- 
tained a certain chemical, while in “milkoline”’ only a little of 
it was used as a preservative; but that the main point to “milko- 


line”’ is: 


“That you not only get the medicinal qualities, but it has a food 
value that is greatly sought for by the large feeders of poultry.” 


Defendant Combs, while admitting that he wrote this letter, 
says that he meant thereby that he originated merely the name 
“cholorine,’ and not the mixture or the compound itself; and yet 
in still another letter he said, speaking of “‘cholorine’’: 
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“I am the man who first put this formula together, and the first ‘cholo- 
rine’ that was ever put on the market was in the fall of 1901 by myself.” 

The record discloses that “milkoline” is being advertised 
largely, and widely sold to the same patrons that use or would 
use “cholorine’; that large dividends are being declared, and it 
is encroaching upon plaintiff's business, which is decreasing. 

Are “‘milkoline’” and “cholorine”’ the same, or essentially the 
same, compound, sold to the same trade, and used for the same 
purpose? There is no question that it is sold to the same trade, 
and the evidence clearly shows that it is to be used for the same 
purpose. True, “milkoline’”’ is mixed with buttermilk, while “‘cholo- 
rine’ is mixed in water, and “cholorine” is red, while ‘“milkoline”’ 
is white. So that neither in name nor appearance is ‘“milkoline”’ 
such a compound as can be palmed off on buyers as “cholorine,”’ 
and therefore the matters complained of against defendants do 
not constitute unfair competition in the strict, usual, and ordinary 
sense. 26 R. C. L. 876, § 53. But, if “milkoline”’ and “cholorine” 
are essentially or substantially the same, used for the same purpose, 
and sold to the same trade, the only difference being that one is 
mixed in buttermilk and the other diluted in water, the ability of 
the former to encroach upon and supplant the trade of the latter 
is just as great and as dangerous as if they were the same in name 
and appearance; and, indeed, it is much more so, if the public is 
told that the same man who originated “cholorine’”’ perfected “milk- 
oline,” and that the latter, in addition to doing what “cholorine’’ 
does, is also a food as well as a medicine. In fact, the method of 
combining it with buttermilk, a recognized food, which gives it a 
different color from “cholorine,” and naming it something else, 
is much safer than putting it up in a form similar in appearance 
and name to “cholorine,”’ since thereby the appearance of unfair 
competition is avoided. 

Consequently the important questoins are: First. Are the two 
compounds substantially the same? Second. Is the combination of 
the essential ingredients of each, and the purpose to which it is 
applied, a trade secret, such as that plaintiff is entitled to the 


exclusive use thereof as against these defendants? Third. If it 
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is not a trade secret, in the sense of its being a discovery unknown 
to science before, but is merely the combination and adaptation 
of old principles applied to new purposes, and in a way to suc- 
cessfully accomplish those purposes, with which the general public 
is not acquainted, can it be the subject of protection by a court 
of equity in favor of one who has come into and preserved a knowl- 
edge of it, or who, like plaintiff, has purchased it of the one who 
has done so? Fourth. Even if, in fact, it is not a strict trade secret, 
in the sense that no one ever knew it before, but it nevertheless 
is of the character set forth in question 3, are defendants estopped 
to deny that it is a trade secret, because of the fact that defendant 
Combs sold it to plaintiff as such, and therefore is plaintiff entitled 
to relief as against these defendants, even though it would not be 
entitled to any relief as against any one else who honestly, and 
without violating any equities or confidences, came into the know]l- 
edge of how to make and apply the compound? 

As to the first question, whether the two compounds are the 
same: The chancellor filed a written opinion in which he found 
that they are both compounded in accordance with the same for- 
mula, and we agree with that finding. Defendants seem to con- 
trovert the fact that the chancellor so found, but we think that 
clearly the finding is as we have stated. For instance, the chancel- 
lor says that Combs, after selling his stock, became a traveling 
salesman, and sold plaintiff's preparation on the road, and that 
“while thus engaged he conceived the idea of making ‘milkoline,’ 
using the old formula, * * * except substituting buttermilk for 
water, and the new name, ‘milkoline,’ instead of the former names,” 
and that “although originally ‘cholorine’ and ‘milkoline’ were both 
compounded in accordance with the old formula, * * * except, as 
hereinbefore stated, that in ‘milkoline’ buttermilk was used instead 
of water, in course of time changes were made in compounding both 
‘cholorine’ and ‘milkoline.’ The essential ingredients, however, 
were the same.” 

The fact that minor changes were made in each is immaterial, 
and the chancellor states he attaches no importance to that fact. 
If, in the process of time and as a result of experience, further 
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ingredients were added or minor changes made to improve the prod- 
uct, the company rightfully engaged in the business had a right 
to do so, and was entitled to the enjoyment thereof. Eastman Co. 
v. Reichenbach (Sup.) 20 N. Y. Supp. 110, 112. That the essen- 
tial ingredients of the two are the same was shown by the chemists 
who testified, and there is no evidence to the contrary. 

The second question is as to whether the combination was, in 
point of real fact, a strict trade secret. It was not, in the sense 
that the formula by which “cholorine’’ was compounded had never 
been used before. Many years before, in Scotland County, Combs’ 
father, the “chicken king” of that part of the country, had used 
it in making a preparation which he called, or which was called, 
‘Combs’ Chicken Cholera Cure.” The evidence does not otherwise 
disclose who originated it. Druggists mixed it themselves, and 
sold it as ‘““Combs’ Chicken Cholera Cure,’ when it was called for. 
The evidence does not disclose that any one outside of the county 
knew how to make it, and the druggists who testified that they 
used to make it admitted that they did not know how to make it 
now. And there is no evidence that any one outside of plaintiff 
and defendants know now how it is made. We do not, however, 
state these as fundamental facts upon which this decree is based, 
but merely set them out as showing what the record discloses. The 
formula by which it was then made was not a secret, and was not 
then claimed to be owned by any one as a secret, and it was not 
in reality a strict trade secret. But at the time defendant Combs 
went into partnership with Donohue, and later formed the plaintiff 
corporation, it was not generally known to the public, and neither 
Donohue nor the corporation had any reason or grounds for not 
thinking it a secret, and the evidence is unquestioned that both 
Combs and Donohue thought it was a secret. 

There is no evidence that Combs told Donohue the formula 
was known to the druggists or the public in Scotland County. He 
simply told Donohue it was a formula his father had used under 
the name of “Combs’ Chicken Cholera Cure.” As he was propos- 
ing to sell the formula for a consideration, and to put it into the 


partnership as his contribution to the partnership assets, neces- 
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sarily the inference would be that it was a secret, and not one 
belonging to the world, and one that defendant Combs had gotten 
from his father. Combs says, when they first started, “we thought 
we had a secret,” but that they soon got over it. There is nothing 
shown in the evidence, however, to cause them to get over that 
thought. There is no question but that they both treated it as 
such. Donohue says: They first mixed “cholorine’’ themselves, 
and then they hired a man to do that, cautioning him not to give 
it out. That they had signs up for people to keep out. That they 
never mixed it in the presence of other people. That they used 
code numbers for the different ingredients. These were 1, 2, 3 
and 4. No. 4 was called “Sol” and another “Nellie.” That he 
and Combs “both adopted that method and used it. Our purpose 
was to keep it a secret.”” Combs testified that he did not then (at the 
trial) know what was in “cholorine,’ but “I knew it when I owned 
the formula.” Donohue was Combs’ partner in the business when 
it first started, and one of the chief incorporators afterwards; but 
he is now a disinterested witness, having sold his stock, and for a 
long time has not been connected with the business in any way. So 
far as the present owners of the stock in the plaintiff corporation 
are concerned, they never knew that the formula for “cholorine’’ 
was ever used before. 

Combs’ contention, according to his testimony, is that “any 
one who knew the formula” could go ahead and make “cholorine’’ 
if they did not use the name “cholorine,’ and admitted that he 
had used in the preparation of “milkoline’ an ingredient in ‘“‘cholo- 
rine,’ “but wholly in a different way,’ so that they did not con- 
stitute an infringement on “‘cholorine” in any manner, shape, or 
form. He also said he could make “milkoline’” in several different 
ways, without using any ingredients in “cholorine,’ and the only 
reason for not doing so was that they cost more. He refused to 
disclose what was in “milkoline,” and refused to say what difference 
there was between “milkoline’’ and “cholorine,” saying that the 
reason plaintiff sued him was to find out how he made it. Accord- 
ing to the chemist that analyzed “milkoline,” the only ingredients 


not in “cholorine” were those ingredients which constitute ordinary 


Nu 
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buttermilk; and it is conceded Combs got a one-half interest in 
the defendant partnership for bringing to it a secret known only 
to him. His contention now is, however, that such secret is merely 
a method of keeping buttermilk from spoiling and that “‘milkoline”’ 
is a food rather than a medicine. But the record discloses that 
‘“milkoline” is advertised and sold for the same purpose and to 
the same class of trade, and as a remedy for the same diseases, 
as “cholorine.”” The advertisements for “cholorine’’ were that— 

“It is an appetizer” for poultry; “makes fowls eat and digest their 
food”; “prevents ‘cropbound, roup, limberneck and cholera”; “puts red 
in the comb, makes sick fowls well; its object is to stop shrinkage and 
loss from disease.” “It prevents shrinkage; it is a liquid poultry appe- 


tizer.’ “A poultry tonic, builder, combined in one.” “It is for cholera, 
roup, limberneck, and other germ diseases.” 


The advertisements of “milkoline” say that— 


“Milkoline is made from pure buttermilk; method of fattening poul- 
try.” “Pure buttermilk is its basis, but buttermilk so changed and med- 
icated that its value as a poultry appetizer and fattener is increased 
many fold.” ‘“Milkoline, while a substitute for buttermilk, is really better 
than the real article, because of its medicinal qualities with germ-killing 
ingredients added which are positively harmless to poultry, but certain 
death to certain disease germs, which cause loss from roup, diarrhoea 
and cholera, etc.” “Milkoline is a food tonic, appetizer, and medicine 
all in one. It is more than just buttermilk; it is medicated buttermilk. 
Remember, when you are using the milkoline method, you are using med- 
icated buttermilk. So do not make the mistake of adding any patent 
medicine to it.” “Give 2 oz. of milkoline to a gallon of water; this will 


clean out the fowls and put birds in perfect condition. Milkoline will 
drive out all disease germs.” 


The directions were to put one gallon of “milkoline” in fifty 
gallons of milk or water, and that one gallon of “milkoline” in 
fifty gallons of water is a substitute for buttermilk. The chemists, 
however, say that in such a mixture there is no food value what- 
ever; that the ingredient numbered 4 in the formula for “cholorine”’ 
is the thing which acts as a preservative of the buttermilk, and 
that said ingredient No. 4 is the chief medical ingredient in both 
“cholorine” and “milkoline,’ and is the disease-destroying agent 
in both preparations. There is also another ingredient common 
to both, which is a very pungent penetrating substance, which de- 


fendants claim in their compound acts by getting on the chicken’s 
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bill and being communicated to the feathers by the chicken in its 
preening, and drives away the insects that would injure it. What- 
ever effect it may have, it is manifest that it will operate in the same 
way whether introduced in water or in buttermilk; and if the prep- 
arations are substantially the same, and operate in the same way, 
the only effect of mixing it in buttermilk instead of water is to 
lend color to the idea that “milkoline” is also a food as well as 
a medicine. There is really little other difference, since buttermilk 
is itself 80 to 85 per cent. water. The chemists say that the only 
things not found in “cholorine” which are found in “milkoline”’ 
are the things found in buttermilk. In other words, “milkoline’’ 
is ““cholorine” mixed in buttermilk as a solvent and liquifier, instead 
of water. 

The evidence discloses that Combs, while president of the 
plaintiff corporation, wrote the advertising literature for it, and 
that he also wrote the advertising literature for the defendant 
partnership. The evidence further discloses that the preservative 
effect on buttermilk, which Combs claims is the great secret he 
brought to the defendant partnership, is merely an effect which 
any of several acids have on it, and that the preservative effect 
of this ingredient has long been well known to the world; and 
it furthermore appears that, although defendants have taken out 
of “milkoline” ingredient No. 3 in the formula for “cholorine,”’ 
yet they advertised that they could furnish this ingredient sepa- 
rately, and then the patron could add it to the “milkoline” as 
used, the ingredient being taken out in order to get a different 
rating on the freight. 

Now, the chancellor’s finding is not contrary to the above 
and foregoing facts. Indeed, as we have heretofore shown, his 
finding is that the two compounds are essentially the same. But 
he further found that the formula for “cholorine” was not, in fact, 
a secret formula, because of its use by Combs’ father and the sale 
of the compound in Scotland County many years ago as “Combs’ 
Chicken Cholera Cure.” The chancellor's decree is based upon 
the theory that the plaintiff corporation did not acquire it as a 
secret formula. That theory is that, since Combs and Donohue 
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both knew Combs’ father had used the formula, and since it was 
not then in fact a secret formula, the knowledge of these two men 
became the knowledge of the corporation, and hence plaintiff can- 
not claim that it was a secret formula, or that Combs and his co- 
defendants are estopped to deny that it is a secret formula. We 
have seen, however, that certainly Donohue did not know it was 
a public formula and that both Combs and he thought it was a 
secret; that Combs put it into the partnership, and later into the 
corporation, constituting the greater part of its capital stock, as a 
valuable secret; that they always treated and guarded it as such, 
built up a business thereon, put the fact that it was a secret into 
the corporate records, where succeeding purchasers of stock could 
see that it was such, and be induced thereby to take the stock; and 
that thereafter Combs, having secured all the stock, was enabled 
to dispose thereof at a large price, on the theory that it was a 
valuable trade secret, owned and controlled by the plaintiff cor 
poration. 

Under these circumstances, does the second question have to 
be clearly and explicitly answered in the affirmative before plaintifi 
is entitled to any relief? In other words, must the formula be 
shown to be in truth and in fact a trade secret, in the strict sense 
of that term, before any relief can be granted? We think not, 
for even if the formula is not a strict trade secret, in the sense 
of being a new discovery no one had ever used before, still it was 
not generally known to and used by the world, and hence neither 
Donohue, nor the plaintiff corporation, nor the present stockholders 
thereof, can be charged with the duty or obligation of knowing 
that it was not a trade secret. The knowledge Combs had, or 
even the knowledge that both he and Donohue had, cannot be im- 
puted to the plaintiff corporation. They sold the formula as a 
trade secret to the corporation, receiving in exchange therefor prac- 
tically the entire capital stock of the corporation. They were 
acting for themselves in a matter wherein their personal interests 
were conflicting with its interests. Hence whatever knowledge 
they or either of them may have ‘had as to the formula being a 


public and not a private one was not and did not become the know!l- 
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edge of the corporation. Johnston v. Shortridge, 98 Mo. 227, 232, 
6 S. W. 64; 10 Cyc. 1063; Martin v. South Salem Land Co., 94 
Va. 28, 58, 26 S. E. 591; Barnes v. Trenton Gas Light Co., 27 
N. J. Eq. 33; Brookhouse v. Union Pub. Co., 73 N. H. 369, 62 
Atl. 166, 1 L. R. A. (N. S.) 802, 6 Ann. Cas. 596. See, also, 
cases cited in note to same case in 6 Ann. Cas. 679, and Mechem 
on Agency, §§ 721-728. Consequently, even if the formula in 
question be not a strict trade secret, but is merely the combination 
and adaptation of old principles applied to new purposes, and in 
a way to successfully accomplish them, with which the public is 
not generally acquainted, nevertheless plaintiff is not to be denied 
all equitable relief under the circumstances of this case. 

And here comes in question No. 4, for since Combs brought 
the formula to the partnership as a secret, and the partners then 
sold it as such to the corporation, placing that fact upon its cor- 
porate records, whereby succeeding stockholders could be induced 
to buy stock and did buy stock, paying a great price therefor, as 
the present owners of said corporation did, then, whether the for- 
mula is or is not a strict trade secret, Combs and his codefendants 
are estopped to deny that it is a secret, or not entitled to be pro- 
tected from any interference or competition on their part. Stone 
v. Grasselli Chemical Co., 65 N. J. Eq. 756, 55 Atl. 786, 63 L. R. A. 
344, 103 Am. St. Rep. 794; Stuckes v. National Candy Co., 158 
Mo. App. 342, 354, 138 S. W. 352; Hall Safe & Lock Co. v. Her- 
ring, etc., Safe Co., 148 Fed. 287, 74 C. C. A. 861; Parson v. 
Brown, 61 Fed. 874, 881, 10 C. C. A. 135. Consequently the case 
must be disposed of on the theory, as against these defendants, that 
the formula is a secret which plaintiff is entitled to have protected 
against the encroachments which defendants are making. 

It is well settled that one who has a secret process or formula, 
even though unpatented, has a property right therein, which, though 
subject to be lost, should one honestly discover or rightfully come 
into the possession of a knowledge of the same, nevertheless will 
be protected as against those who, through breach of trust or 
violated confidence, attempt to apply the secret to their own use 


or to impart it to others. 22 Cyc. 842; Thum Co. v. Tloczynski, 


GERMO MFG. CO. V. COMBS, ET AL. 321 


114 Mich. 149, 72 N. W. 140, 38 L. R. A. 200, 68 Am. St. Rep. 
169: Hartman v. John D. Park & Sons (C. C.) 145 Fed. 358; 
Eastman Co. v. Reichenbach (Sup.) 20 N. Y. Supp. 110, 116; 
Hopkins on Unfair Trade, 153 et seq.; American Stay Co. v. De- 
laney, 211 Mass. 229, 97 N. E. 911, Ann. Cas. 1913B, 209; 
Simmons Med. Co. v. Simmons (C. C.) 81 Fed. 163; Salomon v. 
Hertz, 40 N. J. Eq. 400, 2 Atl. 379; Little v. Gallus, 4 App. Div. 
569, 88 N. Y. Supp. 487. 

“Upon the sale of a secret process, a covenant, express or implied, 
that the seller will not use the process himself or communicate it to any 
other person, is lawful, because the process must be kept secret in order 


to be of any value, and the public has no interest in the question by whom 
it is used.” Hartman v. Park & Sons, supra (C. C.) 145 Fed. loc. cit. 378. 


In Luckett v. Orange Julep Co., 271 Mo. 289, 299, 196 S. W. 
740, Johnstone never claimed to be the originator of the formula 
for “Howell's Orange Julep,’ but the defendants did seek to 
obtain the trade of those who bought the other company’s syrup 
on the ground that he was the originator of the formula (271 Mo. 


300, 196 S. W. 740), and the latter company got some of the for- 


mer’s trade. Injunction was granted. In the case at bar Combs 
did all of this and more. And his codefendants cannot avoid the 


consequences of his acts, for his wrong is for the benefit of the 
firm. Priddy v. Mackenzie, 205 Mo. 181, 194, 195, 103 S. W. 968. 

It is urged that ‘“‘cholorine” is merely the use of a single well- 
known chemical, the effects of which are also known, and that there 
cannot be any exclusive right to use such. But the defendants’ 
evidence shows that No. 3, another ingredient, is useful in a cer- 
tain way and performs its function, and, as we have shown, if 
it acts that way in “milkoline,” it would have a similar effect in 
“cholorine.” Besides, the formula was sold to the plaintiff cor- 
poration as a secret formula, capable of exclusive ownership, and 
at the time Combs placed it in the partnership as his part of the 
enterprise, Donohue did not know its ingredients, nor did the cor- 
poration, when the formula was exchanged for the greater part 
of its capital stock, know of its constituents. It would seem that 


the same principle of estoppel would apply here as in the other 
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features of the case. The formulas of the two compounds are the 
same, except that “milkoline,”’ when fed to the fowl, has a trace 
of buttermilk in it, and yet defendants are strenuously insisting 
that “milkoline” is a secret formula, which they are not required to 
divulge, but that “cholorine” is merely a single chemical, which is 
not entitled to any protection as a secret. The evidence is amply 
sufficient to show, and unquestionably does show, that the situation 
is at least as set forth in the above questions 3 and 4, and that 
under the circumstances of this case plaintiff is entitled to relief. 

It is contended that plaintiff has lost its rights, since, in order 
to comply with the Kansas law, it placed the names of its con- 
stituent elements upon the label. But the evidence of the chemists 
is that, even with the names of the elements, no one who was not 
a chemist and able to analyze the compound could tell in what 
proportions to mix the ingredients, so as to produce a healthful 
remedy and appetizer, instead of a dangerous poison it is capable 
of being. The publication of the elements composing it might 
endanger the disclosure of the formula to one who could rightfully 
discover and appropriate it. But this does not deprive plaintiff 
of relief against defendants in the circumstances of this case. 22 
Cyc. 843. In addition to this, the defense here considered is a 
charge of abandonment, and such defense is not favored, especially 
in behalf of a wrongdoer. Hopkins on Unfair Trade, 126. 

It is urged that plaintiff is not entitled to any relief whatever, 
because certain of its advertisements make greater claims than 
plaintiff is entitled to. But the cases cited are where the plaintiff 
is attempting to preserve a trade-name, which in itself is a false- 
hood, and hence are not applicable. Making boastful claims in 
a puffing advertisement as to a matter or right not involved in the 
controversy should have no bearing thereon. Mossler v. Jacobs, 
66 Ill. App. 571. See, also, Edison Electric Light Co. v. Sawyer- 
Man Electric Light Co., 53 Fed. 592, 8 C. C. A. 605; Ca@ur d’Alene, 
etc., Mining Co. v. Miners’ Union of Wardner (C. C.) 51 Fed. 260, 
19 L. R. A. 382. In equity, the maxim of “clean hands” refers 


only to the matter to be litigated. Coons v. Coons (Mo. App.) 
236 S. W. 358. 
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It is further contended that “milkoline” can be made by in- 
eredients that will have the same effect as the ingredients in “cholo- 
rine” have. If so, well and good, provided the ingredients, meth- 
ods, and processes learned in plaintiff's business are not used and 
no further claims are put forth that the man who concocted it is 
the originator of “cholorine,”’ thus artfully implying that the for- 
mer is therefore better than the latter, since the same genius who 
conceived it has improved upon the other, so that “milkoline’’ is 
not only a food, but is also a medicine, and therefore the buyer 
need not purchase the other remedy. But under the evidence the 
fact remains that they are now composed of the same essential 
ingredients. Equity looks at the heart and substance of things, 
disregarding outer trappings. 

Whatever may arise to divert attention, it cannot blink its 
eyes to, nor get away from, the fact that the formula for “cholorine” 
was brought to the partnership as a private secret formula, owned 
and controlled by the partners; that it was sold as such by them 
to the plaintiff corporation, and that fact embalmed in its corperate 
records, and afterwards emphasized by the manner in which its 
business was conducted, and then subsequently its stock was sold 
at a large price to its present owners, which could never have 
been obtained, except upon the ground that the corporation owned 
ind controlled a valuable trade secret; and then, after accomplish- 
ing all this, the secret is brought to another partnership, and a 
rival business started upon the same foundation, and with the 
prestige and acquaintance gained while in charge of the former, 
all of which are used with telling effect. Such a course is not right, 
by whatever name it may be called, or however it may be camou- 
flaged, and equity will grant relief in such circumstances. 

It seems to be somewhat contended that no reliance can be 
had upon estoppel herein, because estoppel is not mentioned until 
in the reply. The facts creating estoppel are fully pleaded in the 
petition, though the word itself is not used until in the reply, and 
then it is stated not as an element of plaintiff’s cause of action, but 


as a shield against the defense raised that the formula was not 
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secret. There are many cases in which estoppel is given effect, 
although not specifically pleaded until in the reply. 

For the foregoing reasons we entertain the view that the decree 
of the chancellor herein should be reversed, and the cause remanded 
for a new trial establishing plaintiff's equity within the limits and 


in accordance with this opinion, and affording plaintiff an oppor- 


tunity for such an accounting of profits as it may be properly 
entitled to. 
Judgment reversed, and cause remanded. 


All concur. 
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